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PREFACE 

For  some  time  a  reference  manual  on  patents  has  been  needed  in  the 
Department  of  Agriculture  for  the  use  of  research  personnel  engaged  in 
work  which  may  lead  to  patentable  inventions.  Many  employees  in  the 
field  laboratories  have  never  had  the  benefit  of  personal  instruction  and 
explanation  as  to  the  proper  procedure  in  securing  patents.  The  recent 
decentralization  of  research  activities  from  Washington  has  deprived 
many  more  research  employees  of  the  advantage  of  discussion  or  confer- 
ence with  the  patent  attorneys  of  the  Solicitor's  Office  and  has  thus  in- 
creased the  need  for  a  manual  on  patents. 

This  manual  is  not  intended  to  be  a  complete  text  on  patent  law.  Its 
object  is  to  give  the  research  employee  a  general  view  of  such  elements 
of  patent  law  as  may  be  useful  to  him  in  his  work,  and,  in  somewhat 
more  detail,  of  Department  procedure. 

The  manual  was  prepared  under  the  direction  of  Robert  H.  Shields, 
Solicitor,  and  E.  C.  Auchter,  Agricultural  Research  Administrator,  by 
the  following  committee :  Gordon  W.  McBride,  principal  chemical  engi- 
neer, Agricultural  Research  Administration,  chairman ;  S.  A.  Rohwer, 
assistant  chief,  Bureau  of  Entomology  and  Plant  Quarantine;  G.  W. 
Trayer,  chief,  Division  of  Forest  Products,  Forest  Service ;  F.  P.  Cul- 
linan,  assistant  chief,  Bureau  of  Plant  Industry,  Soils,  and  Agricultural 
Engineering ;  H.  N.  Foss,  assistant  chief,  Research  and  General  Legal 
Services  Division,  Office  of  the  Solicitor;  and  A.  J.  Kramer,  patent 
adviser,  Office  of  the  Solicitor. 

The  text  was  drafted  in  the  Office  of  the  Solicitor  by  A.  J.  Kramer. 

As  the  research  activities  of  the  Department  develop,  it  will  probably 
be  desirable  to  include  additional  information  in  the  manual.  Also1,  changes 
in  procedure  and  in  the  law  will  make  revision  necessary  from  time  to 
time.  When  such  revisions  are  undertaken,  it  would  be  helpful  to  have  at 
hand  suggestions  from  the  Department  personnel  for  any  improvements 
that  may  be  considered  desirable.  Such  suggestions  are  earnestly  invited 
and  will  be  gratefully  received. 

Washington,  D.  C.  Issued  October,  1944. 
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PATENT  POLICY  OF  THE  DEPARTMENT 

The  United  States  Department  of  Agriculture  includes  one  of  the 
largest  research  organizations  in  the  world,  and  obtaining  patents  is  con- 
sidered by  the  Department  to  be  an  important  supplement  to  its  research 
activities.  It  is  impractical  to  deal  on  a  modern  basis  with  such  large- 
scale  research  without  an  adequate  supporting  patent  program. 

To  carry  out  such  a  program,  it  is  important  that  those  engaged  in 
research  have  a  clear  understanding  of  the  value  of  obtaining  patents  on 
inventions  made  in  the  Department.  Unless  the  benefits  of  securing 
patents  are  appreciated  and  a  carefully  planned  program  is  carried  out, 
many  of  the  fruits  of  research  in  the  Department  may  be  forfeited. 

It  is  often  asked,  "Why  should  the  Department  bother  to  obtain  patents 
at  all  ?  Would  it  not  be  sufficient  simply  to  disclose  its  inventions  in  other 
forms  of  publication?"  In  order  to  understand  the  answers  to  these 
questions,  it  must  be  borne  in  mind  that  the  object  of  research  in  the 
Department  is  to  benefit  the  public.  An  invention  made  as  a  result  of 
research  in  the  Department  belongs  to  the  public,  which  paid  for  it 
through  taxation.  Obviously,  the  public  should  not  be  required  to  pay 
twice  for  the  same  invention. 

The  possibility  of  double  payment  would  be  involved  if  an  invention 
made  in  the  Department  were  not  patented  by  the  Department.  The  field 
would  be  left  open  for  someone  else  to  obtain  a  patent  on  the  same  inven- 
tion and  to  charge  royalties  under  it.  This  would  be  true  even  if  the 
Department  disclosed  the  invention  in  a  publication,  since  publication  in 
this  way  is  not  a  bar  to  the  granting  of  a  patent  if  the  application  is  filed 
in  the  Patent  Office  within  a  year  of  the  publication  date  and  the  applicant 
can  show  that  he  made  the  invention  before  the  date  of  publication,  even 
though  after  the  date  of  invention  by  the  author.  This  would  not  ordi- 
narily be  a  matter  of  dishonesty.  In  thousands  of  cases  two  or  more  in- 
dependent workers  have  made  the  same  invention  at  about  the  same  time, 
especially  in  rapidly  advancing  arts. 

It  is  sometimes  necessary  for  special  proceedings  to  be  instituted  to 
settle  questions  arising  under  such  circumstances.  These  proceedings  are 
referred  to  as  interferences,  and  they  ordinarily  involve  inventors  claim- 
ing substantially  the  same  patentable  subject  matter.  The  word  "claim- 
ing" is  used  in  the  legal  sense  to  mean  that  the  invention  must  be  claimed 
in  a  patent  or  an  application  for  patent.  Nothing  else  counts.  Disclosure 
in  a  publication  is  not  sufficient,  because  the  Commissioner  of  Patents  can- 
not declare  an  interference  on  the  basis  of  a  disclosure  other  than  that 
set  forth  in  the  claims  of  a  patent  or  an  application  for  patent.  Conse- 
quently, unless  the  Department  files  applications  for  patents  on  its  inven- 
tions, it  has  no  opportunity  to  contest  the  attempt  of  someone  else  to 
obtain  or  maintain  a  patent  on  the  same  invention. 

In  addition,  patents  permit  certain  departmental  control  over  the  ex- 
ploitation of  inventions  covered  thereby  for  the  protection  of  the  public. 
The  method  of  accomplishing  this  control  is  discussed  in  section  35. 

Patents  are  therefore  obtained  by  the  Department  to  defend  the  results 
of  its  research  and  thus  protect  the  public  interest. 

m 
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HIGH  LIGHTS  OF  PATENT  LAW 

1.  Origin  of  Patents 

In  England,  before  1623,  monopolies  were  granted  to  favorites  of  the 
Crown  for  the  purpose  of  carrying  on  various  trades.  Such  monopolies, 
often  granted  for  ordinary  trades  already  established  throughout  the 
kingdom,  deprived  all  but  a  favored  few  of  the  privilege  of  carrying  on 
those  trades.  The  practice  grew  and  finally  became  so  burdensome  that 
in  1623,  in  the  reign  of  James  I,  the  Statute  of  Monopolies  was  enacted. 
This  law  abolished  all  but  a  few  existing  monopolies  and  prohibited  any 
new  monopolies  except  patents  which  might  be  granted  for  inventions 
and  new  trades  brought  into  the  Kingdom.  Such  patents,  however,  were 
to  extend  for  limited  periods  only. 

2.  Patent  System  of  the  United  States 

The  framers  of  our  Constitution,  mindful  of  the  evil  of  monopolies  but 
also  aware  of  the  benefits  to  be  derived  from  encouraging  advancement 
in  the  arts  and  sciences,  granted  authority  to  Congress  to  enact  legislation 
"To  promote  the  Progress  of  Science  and  useful  Arts  by  securing  for 
limited  Times  to  Authors  and  Inventors  the  exclusive  Right  to  their 
respective  Writings  and  Discoveries."    (U.  S.  Const.,  art.  I,  sec.  8.) 

Under  this  authority,  the  first  law  on  patents  was  enacted  in  1790.  A 
substitute  law  was  passed  in  1793,  and  since  then  various  changes  have 
been  made,  including  the  establishment  of  the  examination  system  in 
1836.  That  these  patent  laws  have  been  successful  in  producing  the  effect 
desired  by  the  framers  of  the  Constitution  is  evidenced  by  the  nearly  two 
and  a  half  million  patents  that  have  been  issued  in  the'  United  States — 
more  than  in  any  other  country  in  the  world. 

3.   Rights  Conferred  by  Patents 

Patents  issued  under  the  laws  of  this  country  do  not  confer  on  the 
patentee  a  monopoly  in  the  general  sense  of  the  word.  They  do  not  take 
away  from  the  public  anything  it  previously  possessed.  A  patent  simply 
grants  to  the  owner  the  right  to  prohibit  or  exclude  others  from  making, 
using,  or  selling  the  inventor's  creation.  This  is  the  meaning  assigned  to 
the  expression  "exclusive  right,"  as  used  in  the  foregoing  quotation  from 
the  Constitution. 

This  privilege  of  exclusion  is  given  to  the  patentee  for  a  limited  period 
in  exchange  for  the  benefits  the  inventor  bestows  upon  mankind  in  con- 
tributing to  the  sum  total  of  human  knowledge.  In  other  words,  the 
patent  is,  in  effect,  a  contract  whereby  in  consideration  for  the  disclosure 
to  the  public  of  something  new  and  useful,  the  patentee  is  awarded  an 
exclusive  privilege  for  a  definite  period.  At  the  end  of  this  period,  the 
privilege  expires  and  the  invention  becomes  public  property. 


PATENT  MANUAL  3 

4.  Subject  Matter  of  Patents 

The  principal  statute  relating  to  patentable  inventions  is  Rev.  Stat. 
Sec.  4886  (1874),  as  amended  by  the  act  of  March  3,  1897,  the  act  of 
May  23,  1930,  and  the  act  of  August  5,  1939,  35  U.S.C.,  Sec.  31  (1940). 
It  reads  as  follows : 

Any  person  who  has  invented  or  discovered  any  new  and  useful  art,  machine, 
manufacture,  or  composition  of  matter,  or  any  new  and  useful  improvements 
thereof,  or  who  has  invented  or  discovered  and  asexually  reproduced  any  dis- 
tinct and  new  variety  of  plant,  other  than  a  tuber-propagated  plant,  not  known 
or  used  by  others  in  this  country,  before  his  invention  or  discovery  thereof,  and 
not  patented  or  described  in  any  printed  publication  in  this  or  any  foreign 
country,  before  his  invention  or  discovery  thereof,  or  more  than  one  year  prior 
to  his  application,  and  not  in  public  use  or  on  sale  in  this  country  for  more 
than  one  year  prior  to  his  application,  unless  the  same  is  proved  to  have  been 
abandoned,  may,  upon  payment  of  the  fees  required  by  law,  and  other  due 
proceeding  had,  obtain  a  patent  therefor. 

In  accordance  with  this  act,  the  following  types  of  invention  comprise 
the  proper  subject  matter  of  patents: 

1.  An  art; 

2.  A  machine ; 

3.  An  article  of  manufacture ; 

4.  A  composition  of  matter ; 

5.  Any  new  and  useful  improvement  in  an  art,  machine,  article  of 
manufacture,  or  composition  of  matter ; 

6.  A  distinct  and  new  variety  of  plant,  other  than  a  tuber-propagated 
plant,  that  has  been  asexually  reproduced. 

(Under  a  different  statute,  patents  on  designs  may  also  be  obtained, 
but  this  subject  matter  is  of  limited  importance  to  the  Department  and 
will  not  be  treated  herein.) 

5.  Inventions  and  Discoveries 

No  distinction  is  made  in  the  patent  law  between  the  terms  "discovery" 
and  "invention."  The  word  "discovery"  insofar  as  it  relates  to  invention 
is  limited  in  meaning  to  discoveries  by  inventors,  which  are  in  effect 
inventions. 

6.  Art 

The  word  "art"  has  a  very  limited  meaning  in  patent  law ;  the  diction- 
ary meaning  is  much  broader.  In  the  law  of  patents,  "art"  is  synonymous 
with  "method"  and  "process".1  It  may  be  either  a  single  act  or  a  series 
of  acts  resulting  in  a  change  of  (1)  character  or  (2)  condition  of  an 
object  operated  upon  by  a  physical  agent  or  agents. 

7.  Machines 

A  frequently  quoted  definition  of  a  machine  is  given  in  Robinson  on 
Patents  (v.  1,  p.  257),  as  follows: 

A  machine  is  an  instrument  composed  of  one  or  more  of  the  mechanical 
powers,  and  capable,  when  set  in  motion,  of  producing,  by  its  own  operation, 
certain  predetermined  physical  effects.  It  is  an  artificial  organism,  governed 
by  a  permanent  artificial  rule  of  action,  receiving  crude  mechanical  force  from 
the  motive  power,  and  multiplying,  or  transforming,  or  transmitting  it,  accord- 
ing to  the  mode  established  by  that  rule. 


1  "Art"   is   frequently   used    in    another  sense   in  reference  to  knowledge   in   a   particular  field. 
Such  expressions  as   "the   state  of  the  prior   art"   and   "the  insecticide   art"   are  very   common. 
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8.  Manufactures 

Manufactures  differ  from  machines.  The  machine  has  an  inherent  rule 
of  action  within  itself,  while  a  manufacture  or  article  of  manufacture 
depends  wholly  upon  some  external  intelligence.  The  manufacture  is 
entirely  devoid  of  any  modus  operandi  or  any  inherent  law  to  compel  it 
to  operate  in  a  given  way.  Manufactures  are  sometimes  construed  as 
embracing  any  manufactured  product  other  than  a  machine,  composition 
of  matter,  or  design.  It  cannot  be  a  natural  object  such  as  "an  oyster 
with  a  tag"  or  a  chemically  treated  orange  (although  the  process  of 
treating  the  orange  may  be  patentable  subject  matter). 

9.  Compositions  of  Matter 

In  defining  compositions  of  matter,  Robinson  on  Patents  (v.  1,  p.  278) 
states : 

A  composition  of  matter  is  an  instrument  formed  by  the  intermixture  of  two 
or  more  ingredients,  and  possessing  properties  which  belong  to  none  of  these 
ingredients  in  their  separate  state.  An  ingredient  is  a  substance  which,  though 
capable  of  independent  existence,  may  yet  so  far  lose  its  identity  and  in- 
dividuality when  mingled  with  other  substances,  as  no  longer  to  be  distin- 
guishable from  them.  In  this  respect  it  differs  from  a  part  or  element  of  a 
machine  or  manufacture  which,  however  closely  united  with  its  associated  parts 
or  elements,  always  preserves  its  own  identity,  and  is  discernible  in  its  in- 
dependent as  w^ell  as  in  its  combined  condition.  The  intermixture  of  in- 
gredients in  a  composition  of  matter  may  be  produced  by  mechanical  or 
chemical  operations,  and  its  result  may  be  a  compound  substance  resolvable  into 
its  constituent  elements  by  mechanical  processes  or  a  new  substance  which 
can  be  destroyed  only  by  chemical  analysis.  Its  properties  may  be  entirely 
new,  never  before  possessed  by  any  substance,  simple  or  compound;  or  may 
be  new  only  in  relation  to  its  own  ingredients,  being  essentially  distinct  from 
any  with  which  they  are  separately  or  collectively  endowed. 

Walker  on  Patents  (Deller's  ed.,  1937,  v.  1,  p.  55)  states: 

The  phrase,  "composition  of  matter,"  as  used  in  the  patent  statutes,  covers  all 
compositions  of  two  or  more  substances.  It  includes  all  composite  articles, 
whether  they  be  results  of  chemical  union,  or  of  mechanical  mixture,  or  whether 
they  be  gases,  fluids,  powders  or  solids.  To  be  a  proper  subject  of  a  patent,  a 
composition  of  matter  must,  like  a  process,  a  machine,  or  a  manufacture,  meet 
all  the  requirements  of  invention,  novelty,  and  utility. 

From  the  above  statements,  it  will  be  noted  that — 

(1)  Both  mechanical,  and  chemical  mixtures  may  be  "comoositions  of 
matter" ; 

(2)  There  must  be  at  least  some  property  possessed  by  the  combina- 
tion which  is  not  possessed  by  any  of  the  ingredients,  although  the  prop- 
erty itself  does  not  necessarily  have  to  be  a  new  property  so  long  as  it  is 
new  relative  to  the  ingredients  or  components  of  the  composition; 

(3)  The  ingredients  of  a  composition  lose  their  identities  in  the 
composition  to  such  an  extent  that  they  cannot  be  distinguished  there- 
from. (In  manufactures,  each  individual  element  maintains  its  own 
identity.) 

10.  Improvements 

The  term  "improvement"  is  used  more  or  less  loosely  in  patent  law. 
Improvements  obviously  must  be  based  on  something  already  in  existence, 
whether  it  be  natural  or  artificial.  There  is  a  tendency  to  regard  improve- 
ments as  being  in  the  same  category  as  generic  inventions.  As  a  matter 
of  fact,  the  printed  form  of  the  patent  grant  on  United  States  patents 
refers  to  each  invention  upon  which  a  patent  is  issued  as  a  "new  and 
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useful  improvement  in"  followed  by  space  for  inserting  the  title  of  the 
invention.  It  hardly  makes  any  difference  whether  an  invention  is  referred 
to  as  being  ''new  and  useful"  or  whether  it  is  referred  to  as  being  "a  new 
and  useful  improvement."  It  would  seem,  therefore,  to  be  without  pur- 
pose to  attempt  to  settle  on  any  nice  distinctions  between  improvements 
and  generic  inventions. 

11.  Plant  Patents 

In  utility  patents,  the  invention  must  be  new  and  useful.  In  plant 
patents,  the  plant  must  be  new  and  distinctive,  and  in  addition  there  is 
the  restriction  that  it  cannot  be  a  tuber-propagated  plant.  Utility  does 
not  enter  into  the  consideration  of  plant  patents.  Also,  the  plant  must  have 
been  asexually  reproduced  before  an  application  for  patent  on  it  is  filed. 

The  question  arises  as  to  what  constitutes  a  new  and  distinctive  plant. 
Congress  in  passing  the  act  authorizing  the  issuance  of  plant  patents  did 
not  offer  any  definition  or  measure  of  the  minimum  requirements  of 
novelty  or  distinctiveness,  but  the  Senate  Committee  on  Patents  in  its 
report  on  the  bill  (Sen.  Rpt.  No.  315,  71st  Cong.,  2d  Sess.  (1930)  4) 
said: 

The  characteristics  that  may  distinguish  a  new  variety  would  include,  among 
others,  those  of  habit;  immunity  from  disease;  resistance  to  cold,  drought,  heat, 
wind,  or  soil  conditions;  color  of  flower,  leaf,  fruit,  or  stems;  flavor;  pro- 
ductivity, including  ever-bearing  qualities  in  case  of  fruits;  storage  qualities; 
perfume;  form;  and  ease  of  asexual  reproduction.  Within  any  one  of  the 
above  or  other  classes  of  characteristics  the  differences  which  would  suffice  to 
make  the  variety  a  distinct  variety,  will  necessarily  be  differences  of  degree. 
While  the  degree  of  difference  sufficient  for  patentability  will  undoubtedly  be  a 
difficult  administrative  question  in  some  instances,  the  situation  does  not  present 
greater  difficulties  than  many  that  arise  in  the  case  of  industrial  patents. 

In  specifying  the  differences  in  characteristics  the  Patent  Office  will  un- 
doubtedly follow  the  practice  among  botanists  in  making  use  of  verbal  descrip- 
tions and  photographic  and  other  reproductions,  taking  some  known  plant  as  a 
basis  of  comparison.  Modern  methods  of  identification,  together  with  such 
amplification  thereof  as  may  reasonably  be  expected,  will  render  it  possible 
and  practicable  to  describe  clearly  and  precisely  the  characteristics  of  a  partic- 
ular variety.  When  this  can  not  be  done  by  an  applicant  for  a  patent,  the 
variety  is  not  clearly  distinguishable  as  a  distinct  variety,  and  no  patent  would 
issue. 

Of  course,  allowance  must  be  made  for  those  minor  differences  in  character- 
istics, commonly  called  fluctuations,  which  follow  from  variations  in  methods 
of  cultivation  or  environment  and  are  temporary  rather  than  permanent  char- 
acteristics of  the  plant. 

The  report  of  the  House  Committee  on  Patents  (H.R.  Rpt.  No.  1129, 
71st  Cong.,  2d  Sess.  (1930)  4)  contained  the  same  language. 

No  attempt  will  be  made  to  discuss  the  various  aspects  of  plant  patents. 
This  subject  is  wholly  undeveloped  and  uncrystallized  from  a  legal  point 
of  view,  and  speculative  statements  in  connection  with  it  are  apt  to  lead 
to  confusion.  However,  in  spite  of  the  uncertainties  surrounding  the 
legal  phases  of  this  matter,  a  research  worker  should  not  be  reluctant  to 
submit  an  application  for  a  plant  patent  if  other  conditions,  such  as 
employment  status  and  benefits  in  the  public  interest,  permit  it. 

An  employee  of  the  Department  of  Agriculture  must  obtain  special 
permission  from  the  Secretary  before  filing  an  application  for  a  plant 
patent. 
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12.   Requirements  for  Patentability 

To  be  patentable,  an  invention  must  be  both  new  and  useful  and  in 
addition  must  meet  other  requirements  relative  to  subject  matter,  aban- 
donment, publication,  public  use,  sale,  and  so  forth.  It  should  be  remem- 
bered that  many  artificial  or  man-made  creations  are  meritorious  but  can- 
not be  patented  because  Congress  has  made  no  provision  for  them.  In 
order  to  obtain  a  patent,  there  must  first  be  an  invention,  and  that  in- 
vention must  be  a  new  invention  and  must  have  some  useful  purpose. 
If  it  is  not  new,  the  inventor  has  contributed  nothing  to  the  sum  total 
of  human  knowledge ;  and  if  it  is  not  useful,  its  existence  is  purposeless 
until  someone  finds  a  use  for  it. 

13.  Rules  for  Determining  Presence  of  Invention 

The  word  "invention"  defies  definition.  All  attempts  to  define  it  have 
failed.  This  is  unfortunate,  since  the  entire  body  of  the  law  of  patents  is 
built  around  inventions.  However,  an  elaborate  set  of  negative  rules 
has  been  developed  for  determining  when  invention  is  not  present,  and 
by  applying  these  rules  the  determination  of  the  presence  of  invention, 
which  is  in  effect  a  question  of  fact,  can  usually  be  made  by  a  process 
of  elimination.  Some  of  the  more  important  of  these  rules  are  listed  below, 
without  elaboration,  to  acquaint  the  research  employee  with  the  scope 
of  the  subject.  It  would  require  too  much  space  to  develop  these  rules 
fully  and  such  an  undertaking  would  be  outside  the  scope  of  this  manual. 
For  more  information  on  this  subject  the  reader  is  referred  to  any  stand- 
ard work  on  patents,  such  as  Walker  on  Patents  (Deller's  ed.,  1938)  ; 
Patent  Law  and  Practice,  by  Amdur;  Patentability  and  Validity,  by 
Rivise  and  Caesar. 

The  negative  rules  referred  to  may  be  stated  concisely  as  follows : 

(1)  It  is  not  invention  to  produce  that  which  one  merely  skilled  in 
the  subject  would  produce  to  obtain  a  given  result. 

(2)  Excellence  of  workmanship  alone  is  not  indicative  of  invention. 

(3)  Substitution  of  one  material  for  another  does  not  generally  involve 
invention  unless  some  new,  unusual,  or  disproportionate  result  obtains. 
(The  exception  to  this  rule  frequently  operates  where  new  properties  of 
a  substituted  material  have  been  discovered. ) 

(4)  Changing  the  size  or  strength  of  a  machine  or  article  is  not  in- 
vention unless  some  new,  unusual,  or  disproportionate  result  obtains. 

(5)  Invention  is  not  involved  in  the  mere  aggregation  of  elements  or 
ingredients. 

(6)  Duplication  of  parts  is  generally  devoid  of  invention  unless  a  new 
mode  of  operation  or  a  new  or  unusual  result  is  obtained. 

(7)  Omission  of  parts  is  not  invention  except  when  it  brings  about  a 
different  manner  of  performance  even  though  the  result  is  the  same. 

(8)  Substituting  for  one  element  another  element  which  is  nothing 
more  than  the  functional  equivalent  thereof  is  not  invention. 

(9)  Making  analogous  use  of  old  things  does  not  involve  invention. 
These  rules  should  not  be  construed  to  mean  that  invention  would 

necessarily  result  from  the  opposite  or  positive  form  thereof.  For  ex- 
ample, relative  to  the  ninth  rule,  it  should  not  be  assumed  that  inven- 
tion is  always  involved  in  using  old  things  for  new  and  nonanalogous 
purposes. 
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14.  "Flash  of  Genius" 

The  so-called  "flash  of  genius"  doctrine  announced  by  the  Supreme 
Court  of  the  United  States  in  the  case  of  Cuno  Engineering  Corp.  v. 
Automatic  Devices  Corp.,  314  U.  S.  84  (1941),  seems  to  have  caused^a 
great  deal  of  concern  among  research  personnel.  Mr.  Justice  Douglas,  in 
delivering  the  opinion  of  the  Court  in  this  case,  stated : 

*  *     *     if  an  improvement  is  to  obtain  the  privileged  position  of  a  patent  more 
ingenuity  must  be  involved  than  the  work   of  a  mechanic  skilled  in   the   art. 

*  *   *   the   new  device,   however  useful   it  may   be,    must   reveal   the    flash   of 
creative  genius,  not  merely  the  skill  of  the  calling. 

Much  has  been  said  and  written  about  this  doctrine  in  legal  periodicals 
and  court  opinions.  There  seem  to  be  two  general  schools  of  thought 
concerning  it.  One  holds  that  the  Supreme  Court  has  simply  restated  the 
old  rule  about  skill  in  the  art  in  different  words  and  that  therefore  no  new 
doctrine  has,  in  fact,  been  promulgated.  The  other  school  of  thought 
holds  that  a  higher  standard  of  invention  has  actually  been  promulgated 
in  the  words  "flash  of  creative  genius",  but  that  it  cannot  be  applied  in 
practice  owing  to  the  lack  of  a  concept  for  any  such  standard.  It  is  con- 
tended that  for  more  than  60  years  inventions  have  been  measured  against 
the  ability  of  one  merely  skilled  in  the  art  and  that  a  more  or  less  definite 
yardstick  has  been  established.  To  substitute  a  new  standard  now  would 
confuse  the  situation  hopelessly,  especially  where  the  new  standard  cannot 
be  applied  in  practice.  For  this  reason,  some  courts  have  refused  to  apply 
the  "flash  of  genius"  doctrine  at  all,  whereas  other  courts  have  tried  to 
follow  it  somewhat  blindly.  Until  the  matter  becomes  more  settled  in  the 
courts  and  in  Patent  Office  practice,  the  Department  will  continue  to  file 
applications  for  patents  on  all  inventions  which  appear  to<  be  the  result  of 
something  more  than  mere  skill  in  the  art. 

15.  Joint  Inventors 

If  an  invention  is  made  by  more  than  one  person,  all  concerned 
must  be  included  in  the  application;  otherwise  the  patent  might  be  de- 
clared invalid  should  the  question  be  raised  in  subsequent  court  proceed- 
ings. There  seems  to  be  a  misunderstanding  among  research  personnel  to 
the  effect  that  to  have  three  or  more  joint  inventors  renders  the  patent 
invalid.  This  is  not  true.  It  is  permissible  to  have  any  number  of  joint 
inventors  so  long  as  they  are  in  fact  joint  inventors. 

16.  Determination  of  Joint  Inventorship 

It  is  frequently  difficult  to  determine  whether  an  invention  has  been 
made  jointly.  As  a  general  rule,  if  there  has  been  an  exchange  of  ideas  out 
of  which  the  invention  sprang,  it  is  assumed  that  the  invention  was  made 
jointly  by  all  those  participating.  Ordinarily,  contributions  by  each  party 
to  such  an  exchange  of  ideas  will  result  in  diminishing  the  scope  of  the 
problem  until  the  final  suggestion  is  made  which  completes  the  solution. 
A  true  joint  invention  is  indicated  under  these  circumstances.  It  will  be 
noted  that  in  determining  questions  of  joint  inventorship,  an  analysis  is 
made  of  the  mental  processes  involved  in  reaching  the  solution,  and  not 
of  any  subsequent  work  which  might  be  performed  merely  to  prove  that 
the  solution  is  satisfactory.  This  should  not  be  confused  with  priority 
determinations,  in  which  the  matter  of  reduction  to>  practice  is  important ; 
in  such  cases,  it  is  not  a  question  of  who  made  the  invention,  but  who 
made  it  first. 
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The  difficulty  in  making  determinations  of  this  kind  is  fully  appreciated, 
and  the  courts  have  in  consequence  avoided  deciding  questions  of  mis- 
joinder whenever  possible.  That  is,  where  one  party  in  a  patent  suit 
claims  that  one  of  the  alleged  inventors  was  not  in  fact  a  joint  inventor, 
the  courts  have  avoided  the  issue  if  at  all  possible.2  However,  where  the 
claim  is  made  that  the  name  of  a  joint  inventor  has  been  left  off  a 
patent,  the  courts,  because  of  the  possibility  of  fraud,  do  not  hesitate  to 
consider  the  matter.  It  is  easy  to  see  how  an  inventor  could  file  an  applica- 
tion in  his  own  name  without  informing  his  partner.  In  such  cases,  the 
partner  should  be  given  an  opportunity  to  be  heard.  On  the  other  hand, 
where  two  persons  file  an  application  together,  there  has  apparently 
been  some  understanding  between  them  beforehand,  and  nothing  would  be 
gained  by  permitting  them  to  attack  each  other  or  by  permitting  a  third 
party  to  disturb  the  apparent  joint  relationship.  There  is  no  obligation  to 
the  third  party,  whose  only  purpose  in  raising  the  question  would  be  to 
obtain  an  adjudication  of  invalidity  on  a  technical  ground. 

A  mistake  of  joinder  in  an  application  for  patent,  that  is,  the  improper 
inclusion  of  a  party  as  a  joint  inventor,  can  be  corrected  before  the  patent 
issues.  For  example,  suppose  Smith  and  Jones  file  an  application  jointly, 
and  during  prosecution  of  the  application  it  is  discovered  that  Jones  was 
not  in  fact  a  joint  inventor.  His  name  could  be  removed  by  amending 
the  application,  and  the  patent  would  issue  to  Smith  as  the  sole  inventor. 

On  the  other  hand,  a  mistake  of  nonjoinder,  that  is,  the  improper  omis- 
sion of  a  party  as  a  joint  inventor,  cannot  be  corrected  unless  a  new  ap- 
plication is  filed.  For  example,  suppose  Smith  files  an  application  for 
patent,  and  during  its  prosecution  it  is  discovered  that  Jones  should  have 
been  included  with  him  as  joint  inventor.  The  application  cannot  be 
amended  to  correct  this  error,  and  it  is  necessary  to  abandon  it  and  file  a 
new  one  in  both  names.  This,  of  course,  results  in  losing  the  benefit 
of  the  filing  date  of  the  first  application,  which  is  important  in  connection 
with  questions  relating  to  priority. 

After  the  patent  issues,  errors  of  joinder  and  nonjoinder  cannot  be 
corrected. 

In  view  of  these  legal  requirements,  it  is  obvious  that  a  person  who  has 
not,  in  fact,  contributed  to  the  mental  act  of  conceiving  the  invention 
should  not  be  included  as  a  joint  inventor  merely  as  a  matter  of  courtesy 
or  recognition,  even  though  he  may  be  the  supervisor  or  a  subordinate 
of  the  real  inventor  or  inventors.  An  inventor  may  feel  obligated  to  a 
coworker  who  helped  to  reduce  the  invention  to  practice,  but  even  though 
the  coworker  may  have  done  most  or  all  of  the  work  in  connection  with 
reduction  to  practice,  that  alone  does  not  constitute  joint  inventorship. 
In  such  cases,  the  coworker's  reward  must  be  in  some  other  form. 

17.  Novelty 

In  accordance  with  the  principal  statute  relating  to  patentable  inven- 
tions (see  sec.  4),  the  invention  to  be  patentable  must  be  new  relative  to 
knowledge  or  use  by  others  in  this  country.  Accordingly,  an  invention 
known  or  used  in  a  foreign  country  is  still  considered  new  if  it  is  not  known 
or  used  in  this  country,  unless  the  knowledge  in  the  foreign  country  is 
contained  in  a  patent  or  described  in  a  publication.     In  other  words, 


2  When   a   question  arises   relative   to   joint    inventorship,    it    is    frequently    possible    to   separate 
the   contributions    of   each   inventor    into   separate    applications    and    thus    avoid    controversy. 
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printed  publications,  regardless  of  where  they  were  published  or  in  what 
language  they  may  be,  may  be  cited  as  prior  art  against  applications  filed 
in  this  country,  but  mere  knowledge  or  use  in  a  foreign  country,  with- 
out publication,  may  not  be  cited. 

Of  course,  if  a  person  knows  of  the  knowledge  or  use  in  a  foreign 
country  prior  to  his  making  an  invention,  he  would  not  be  considered 
an  inventor  at  all  and  therefore  could  not  honestly  execute  the  applica- 
tion oath.  However,  if  such  knowledge  or  use  is  unknown  to  him,  even 
though  known  to  others  in  this  country,  it  would  not  affect  his  rights 
as  an  inventor.  The  only  time  this  knowledge  would  serve  to  prevent 
the  filing  of  an  application  in  this  country  is  when  the  foreign  use  or 
knowledge  became  known  to  the  independent  inventor  in  this  country 
prior  to  his  conception.  If  this  information  came  after  his  conception, 
even  though  before  he  filed  his  application  in  this  country,  it  would  not 
invalidate  his  domestic  application. 

18.  Utility 

To  qualify  as  being  useful,  an  invention  must  have  some  particular 
value.  If  it  is  incapable  of  performing  any  useful  function  or  if  it  is 
inoperative,  it  does  not  comply  with  the  statutory  requirements  for  the 
granting  of  a  patent.  Included  in  the  category  of  devices  that  are  not 
useful  are  those  injurious  to  the  health,  morals,  and  good  order  of  so- 
ciety. Devices  for  practicing  fraud  upon  others  or  adapted  solely  for 
gambling  purposes  are  not  considered  useful.  For  example,  a  machine 
for  counterfeiting  currency  could  not  be  patented. 

19.  Time  Within  Which  to  File  Applications 

If  an  invention  has  been — 

(1)  disclosed  in  any  printed  publication, 

(2)  placed  in  public  use  in  this  country,  or 

(3)  put  on  sale  in  this  country, 

the  application  must  be  filed  in  the  Patent  Office  within  1  year  from  the 
date  of  such  action  for  a  patent  to  issue  thereon.  This  is  true  even 
though  such  publication,  placing  in  public  use,  or  selling  has  been  done 
by  the  inventor  himself.  Although  this  rule  may  seem  to  be-  somewhat 
harsh  in  the  latter  event,  it  must  be  understood  that  the  public  has  to  be 
considered  in  these  matters.  The  objective  of  the  patent  system  of  the 
United  States  is  the  promotion  of  the  arts  and  sciences.  The  privileges 
accorded  the  inventor  are  simply  means  for  accomplishing  this  objective. 
In  other  words,  the  primary  consideration  in  the  field  of  patents  is  the 
benefit  to  the  public. 

In  making  a  rule  of  this  kind  the  lawmakers  have  sought  to  prevent 
the  withdrawal  of  an  invention  from  the  use  of  the  public  for  a  long  period, 
after  the  public  has  learned  of  it  and  had  an  opportunity  to  put  it  into 
widespread  use. 

20.   Elements  of  Patent  Application 

A  complete  application  under  the  "Fee-Exempt  Act"  (see  sec.  32,  p.  15) 
comprises  the  following  forms :  (1)  Petition;  (2)  specification;  (3)  oath; 
(4)  drawing,  if  necessary;  (5)  certificate  by  the  Secretary  to  the  effect 
that  the  inventor  is  an  employee  of  the  Government  and  that  the  invention 
is  liable  to  be  used  in  the  public  interest. 
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21.  The  Petition 

A  petition  is  a  formal  instrument .  which  prays  (requests)  the  Com- 
missioner of  Patents  to  grant  a  patent  on  the  particular  invention  de- 
scribed and  claimed  in  the  specification.  A  power  of  attorney  is  gener- 
ally included  in  this  document,  authorizing  the  applicant's  attorneys  (in 
the  case  of  Department  applications,  certain  attorneys  of  the  Solicitor's 
Office)  to  prosecute  the  application  and  perform  other  related  acts. 

22.  The  Specification 

The  specification  is  the  most  important  part  of  the  application  because 
it  contains  the  description  of  the  invention.  The  concluding  part  of  the 
specification  contains  the  claims  which  define  the  scope  of  the  invention 
on  which  a  patent  is  requested.  The  claims  should  be  coextensive  with 
the  novelty  of  the  invention  in  order  to  obtain  the  maximum  coverage. 
It  is  usually  necessary  to  reduce  the  scope  of  the  claims  during  the  pros- 
ecution of  the  application  in  the  Patent  Office  in  the  light  of  previous 
patents  or  other  publications  which  may  be  cited  by  the  Patent  Office 
examiner.  For  this  purpose,  amendments  to  the  claims  may  be  sub- 
mitted, including  the  addition  of  new  claims  if  necessary. 

23.  The  Claims 

Since  the  claims  define  the  scope  of  the  invention  to  be  covered  by  the 
patent,  it  is  obvious  that  careful  draftsmanship  must  be  employed  in  pre- 
paring them.  The  late  Justice  Holmes  of  the  Supreme  Court  of  the 
United  States  once  observed  that  drafting  patent  claims  is  the  most  dif- 
ficult type  of  composition  in  the  English  language.  Although  there  is 
no  statutory  authority  requiring  that  the  claims  be  written  in  any  par- 
ticular manner,  certain  rules  have  become  recognized  as  logically  neces- 
sary. The  very  nature  of  the  subject  has  compelled  the  adoption  of 
standards  which  have  come  into  existence  not  so  much  as  a  matter  of 
patent  law,  but  more  or  less  as  an  extension  of  the  science  of  definition. 
A  patent  claim  is,  in  fact,  nothing  more  or  less  than  a  definition.  It  is 
the  definition  of  a  particular  thing,  namely,  an  invention  in  the  form  or 
forms  in  Which  it  may  be  practiced. 

In  drafting  claims,  the  standards  to  be  observed  are  somewhat  analo- 
gous to  those  that  would  be  observed  in  defining  words  for  a  dictionary 
or  an  encyclopedia.  (See  Encyclopedia  Britannica,  ed.  14,  v.  7,  p.  138.) 
In  patent  claims,  the  rules  or  standards  are  much  more  elaborate,  but 
some  of  the  basic  standards  are  similar.  For  example,  it  is  a  general 
rule  in  the  science  of  defining  words  that  the  definition  should  not  be  in 
the  negative  when  it  can  be  in  the  affirmative.  Obviously,  defining  what 
a  thing  is  not  does  not  tell  what  it  is.  For  example,  it  would  be  inad- 
equate to  define  an  electric-light  bulb  as  a  light-giving  device  which  is 
not  a  candle.  There  are  many  light-giving  devices  which  are  not  candles. 
The  same  rule  must  be  observed  in  drafting  patent  claims.  In  some 
instances,  however,  a  definition  cannot  be  given  in  the  positive  form,  and 
an  exception  to  the  general  rule  must  be  made. 

A  rule  of  general  application  is  that  the  claim  must  not  be  written  in 
the  alternative.  For  example,  it  wrould  be  improper  to  claim  a  composi- 
tion of  matter  which  contains  a  number  of  ingredients,  one  of  which  is 
either  an  acid  or  an  alcohol.     Two  claims  would  have  to  be  written,  one 
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for  the  acid  and  the  other  for  the  alcohol,  in  addition  to  any  generic  claim 
or  claims  that  could  be  formulated. 

Many  other  rules  must  be  observed  in  drafting  claims,  but  since  re- 
search employees  of  the  Department  are  not  expected  to  draft  claims 
themselves,  the  subject  is  not  covered  here  in  detail.3  Drafting  claims 
is  more  properly  the  duty  of  the  patent  attorney,  though  a  sympathetic 
understanding  between  inventor  and  attorney  of  problems  which  may 
arise  is  desirable. 

24.  Markush  Type  Claims 

Suppose  an  invention  comprises  a  process  involving  the  use  of  a  fatty 
acid  and  that  only  certain  acids  of  this  group  are  operative.  If  the  en- 
tire class  of  fatty  acids  were  claimed  generically,  the  claim  would 
obviously  be  invalid  as  covering  an  inoperative  process,  because  it  would 
include  the  inoperative  as  well  as  the  operative  acids.  To  overcome  this 
difficulty,  resort  may  be  had  to  what  is  known  as  the  Markush  type 
claim,4  in  which  an  artificial  genus  is  established  by  reciting  only  those 
elements  of  the  class  which  are  operative.  The  usual  language  employed 
for  this  purpose  is  "a  member  chosen  from  the  group  consisting  of," 
followed  by  the  names  of  the  operable  members  of  the  class.  In  the 
example  given,  there  might  be  "propionic  acid,  butyric  acid,  and  valeric 
acid."  Itjhgld  be  noted  that  all  members  of  a  Markush  group  must 
belong  to  ^^re  recognized  class. 

25.  The  Number  of  Claims 

It  is  not  necessary  to  have  any  particular  number  of  claims  in  a  patent. 
It  is  necessary,  however,  to  have  at  least  one  allowable  claim  in  the  ap- 
plication before  a  patent  can  issue  on  it.  To  cover  the  invention  fully 
in  the  various  forms  in  which  it  may  be  practiced,  the  allowance  of  a 
number  of  claims  is  usually  sought.  Even  though  it  is  frequently  pos- 
sible to  cover  the  entire  invention  in  one  broad  claim,  claims  of  nar- 
rower scope  are  also  included.  One  of  the  reasons  for  this  is  that  broad 
claims  are  sometimes  held  to  be  invalid  after  the  patent  is  granted,  and 
if  such  a  claim  is  the  only  one  in  the  patent,  the  entire  patent  is  then 
invalid.  If  other  claims  of  a  narrower  scope  are  included,  they  might  be 
sufficient  to  support  the  patent  in  its  narrower  aspects  and  prevent  a 
complete  loss.  Also,  under  appropriate  circumstances,  it  would  be  pos- 
sible for  a  patent  to  issue  to  someone  else  on  specific  devices  covered  by 
the  broad  claims,  and  claims  of  a  narrower  scope  may  prevent  this. 

26.  The  Application  in  the  Patent  Office 

Each  application  filed  in  the  Patent  Office  is  assigned  to  an  examiner 
having  specialized  knowledge  of  the  particular  subject  matter.  It  is  his 
duty  to  determine  whether  the  claims  presented  in  the  application  are 
patentable.  A  large  part  of  his  duties  consists  in  searching  the  prior  art 
to  find  what  has  previously  been  known  and  published  on  the  subject. 
With  this  information,  he  is  in  a  position  to  determine  whether  the  claims 
define  anything  that  is  patentably  new. 

3  For  further  information  on  drafting  claims,  see  STRINGHAM,  E.  Patent  Claims:  A  Drafter's 
Manual.    2  v. :  illus.    1939-41. 

4  "Markush"  was  the  name  of  the  applicant  in  the  case  of  Ex  parte  Markush,  1925  CD. 
126,  in  which  this  type  of  claim  was  first  permitted. 
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After  making  such  a  search,  the  examiner  prepares  an  "action,"  in  the 
form  of  a  letter  to  the  inventor  or  his  attorney.  This  action  contains 
comments  on  the  application  and  gives  the  examiner's  reasons  why  any 
or  all  of  the  claims  should  not  be  allowed.  Claims  that  are  not  allowed 
are  rejected.  Rejections  may  be  based  on  matters  of  form,  substance, 
or  procedure. 

So  long  as  an  application  is  not  finally  rejected,  amendments  and  argu- 
ments may  be  presented  to  overcome  the  grounds  of  rejection. 

When  an  application  is  "finally"  rejected  by  the  examiner,  there  are 
three  courses  open :  ( 1 )  The  application  may  be  placed  in  condition  for 
allowance  within  6  months,  (2)  the  application  may  be  appealed  to  the 
Board  of  Appeals  within  6  months,  or  (3)  it  may  be  abandoned. 

In  the  first  category,  the  usual  situation  is  that  some  claims  have  been 
allowed,  or  allowed  subject  to  certain  formal  corrections,  and  others 
finally  rejected.  By  "placing  the  case  in  condition  for  allowance"  is 
meant  the  canceling  of  the  rejected  claims  and  the  making  of  any  formal 
corrections  required  by  the  examiner.  The  application  cannot  be  al- 
lowed and  passed  to  issue  unless  all  claims  remaining  in  the  case  have 
been  allowed.  This  condition  can  be  met  by  canceling  all  claims  not 
allowed  and  by  correcting  any  formal  defects  that  may  prevent  the  allow- 
ance of  any  claims,  such  as  by  filing  a  new  oath,  inserting  certain  limita- 
tions in  the  claims,  and  so  forth.  It  is  not  necessary  for  all  the  claims 
introduced  to  be  allowed  in  order  for  a  patent  to  issuetfjjfcB  sufficient 
if  only  one  is  allowed. 

Where  it  is  believed  that  the  examiner  erred  in  finally  rejecting  any 
of  the  claims,  an  appeal  may  be  taken  to  the  Board  of  Appeals  within 
6  months  of  the  date  of  the  final  rejection.  When  the  appeal  is  filed, 
the  examiner  prepares  a  brief,  called  Examiner's  Statement,  for  the  con- 
sideration of  the  Board.  A  copy  of  this  statement  is  sent  to  the  attorney 
of  record.5  Subsequently,  a  date  is  set  for  a  hearing  and  the  filing  of 
a  brief  on  behalf  of  the  appellant  (the  inventor).  The  hearing  is  usually 
waived,  however,  and  the  case  submitted  on  brief  alone,  unless  exhibits 
are  available  or  other  conditions  make  it  seem  probable  that  a  hearing 
will  strengthen  the  appellant's  position.  From  an  adverse  decision  by 
the  Board  of  Appeals,  a  further  appeal  may  be  taken,  as  a  matter  of 
right,  to  the  Court  of  Customs  and  Patent  Appeals,  or  suit  may  be  brought 
against  the  Commissioner  of  Patents  in  the  District  Court  of  the  United 
States  for  the  District  of  Columbia.6 

If  the  bureau  makes  no  recommendation  for  an  appeal  within  the  time 
allowed,  the  case  is  placed  in  condition  for  allowance  if  possible.  If  this 
cannot  be  done,  it  is  permitted  to  become  abandoned. 

27.  Term  of  Patents — Extension  of  Patent  Right 

The  term  of  United  States  patents  is  17  years  (except  design  patents, 
which  may  be  issued  for  3^2,  7,  or  14  years).  Patents  cannot  be  re- 
newed. The  only  way  the  rights  under  a  patent  can  be  extended  is  by 
an  act  of  Congress. 


8  In  Department  cases,  a  copy  of  the  Examiner's  Statement,  received  by  the  Solicitor's 
Office,  is  forwarded  to  the  bureau  and  should  be  treated  by  the  bureau  in  the  same  manner 
as  an  ordinary  action  by  the  examiner.  Appeals  are  not  ordinarily  made  by  the  Solicitor's 
Office   unless   a   special   instruction   to    that   effect    is    given   by    the   bureau. 

0  Such  appeals  are  seldom  employed  by  the  Department ;  they  are  reserved  for  the  more 
important  cases  in  point  of  law  or  subject  matter.  In  such  appeals,  the  concurring  opinions 
of  the  patent  examiner  and  the  Patent  Office  Board  of  Appeals  carry  a  presumption  of  cor- 
rectness   which    is   difficult    to   overcome. 
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28.  Certificates  of  Correction 

An  error  is  sometimes  inadvertently  made  by  the  Patent  Office  or  the 
printer  in  issuing  or  printing  a  patent.  Such  errors  may  be  corrected  by 
certificates  of  correction.  In  order  to  obtain  a  certificate  of  correction, 
the  original  copy  of  the  patent  must  be  returned  to  the  Patent  Office  and 
the  error  or  errors  therein  pointed  out. 

29.  Reissues 

Sometimes  also  an  error,  not  the  fault  of  the  Patent  Office,  appears  in 
a  patent  owing  to  some  inadvertence,  accident,  or  mistake  on  the  part  of 
the  inventor  or  his  attorneys  If  the  error  occurred  without  any  fraud- 
ulent or  deceptive  intent,  although  a  certificate  of  correction  cannot  be 
issued,  an  application  for  a  reissue  patent  may  be  filed  in  order  to  correct 
the  error.  In  such  a  case,  the  original  patent  must  be  returned  to  the 
Patent  Office  and  will  be  considered  surrendered  if  the  reissue  patent  is 
granted.  Reissue  patents  expire  on  the  same  day  the  original  patent 
would  have  expired,  which  of  course  is  always  less  than  17  years  from 
the  date  of  reissue.  For  example,  a  patent  issued  on  February  9,  1943, 
would  expire  on  February  9,  1960.  A  reissue  patent  thereon,  reissued, 
say,  on  December  21,  1943,  would  also  expire  February  9,  1960. 

30.   Disclaimers 

A  disclaimer  is  a  device  afforded  by  statute  for  correcting  errors  of 
certain  types  in  an  issued  patent  in  order  to  prevent  a  complete  loss  of  the 
patent.  To  understand  the  necessity  for  this,  it  should  be  noted  that, 
according  to  early  law,  if  any  claim  in  a  patent  was  proved  to  be  invalid 
the  entire  patent  was  considered  invalid. 

The  statute  permitting  disclaimers  was  enacted  to  prevent  the  com- 
plete loss  of  a  patent  of  which  only  a  part  is  incorrect  and  which  can  be 
corrected  by  cancellation  of  the  incorrect  portions.  For  example,  sup- 
pose a  patent  contains  several  claims,  one  of  which  is  so  broad  that  it 
covers  something  the  inventor  did  not  invent.  That  claim  would  be 
invalid,  and  unless  it  were  stricken  out  the  entire  patent  would  be  invalid. 
Therefore,  the  statute  permits  the  filing  of  a  disclaimer  to  that  claim. 
Parts  of  a  claim  also  may  be  disclaimed  in  the  same  way.  Nothing  can 
be  added  by  disclaimer,  which  is  a  means  for  diminution  only.  Usually 
the  necessity  for  a  disclaimer  is  discovered  only  after  or  during  litiga- 
tion, and  certain  rules  govern  the  time  within  which  the  disclaimer  must 
be  filed. 

31.  Interferences 

It  frequently  happens  that  two  or  more  independent  inventors  make 
the  same  patentable  invention  at  about  the  same  time  and  each  applies 
for  a  patent.  This  is  especially  true  in  rapidly  advancing  arts.  When 
these  circumstances  develop,  the  Commissioner  of  Patents,  because  he 
can  issue  only  one  valid  patent  on  one  invention,  must  determine  which 
applicant  shall  receive  the  patent.  In  order  to  make  this  determination 
he  declares  an  interference  between  the  inventors.  In  that  proceeding 
the  question  is  decided  as  to  which  of  the  parties  involved  was  the  prior 
inventon  The  patent  is  issued  to  the  one  who  made  the  invention  first, 
irrespective  of  who  filed  his  application  first.  The  proceeding,  therefore, 
resolves  itself  into  a  case  of  priority  of  invention. 
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An  interference  may  be  declared  between  two  or  more  applications  for 
patent  and,  under  certain  circumstances,  may  involve  one  or  more  ap- 
plications for  patent  and  an  issued  patent.  The  Commissioner  of  Pat- 
ents has  no  authority  to  declare  an  interference  solely  between  patents 
which  have  already  been  issued,  because  he  loses  jurisdiction  over  all 
patents  once  they  are  issued.  Consequently  any  interference  involving 
a  patent  is  simply  a  proceeding  to  determine  whether  another  patent  on 
the  same  invention  should  issue  to  another  party  on  the  ground  that  the 
first  patent  was  improperly  issued.  If  the  second  patent  is  issued  the 
first  one  is  not  thereby  invalidated,  but  a  proceeding  may  be  instituted 
in  the  courts  to  invalidate  it. 

The  rule  for  determining  priority  of  invention  has  been  stated  con- 
cisely as  follows : 

Priority  of  invention  belongs  to  the  party  who  was  either  the  first  to  con- 
ceive and  reduce  the  invention  to  practice  ...  or  in  lieu  thereof  was  the  first 
to  conceive  the  invention  and  was  proceeding  with  reasonable  diligence  to  a 
reduction  to  practice  from  a  time  just  prior  to  the  time  his  opponent  entered 
the  field  up  to  the  completion  of  his  own  reduction  [to  practice]."  (Interfer- 
ence Law  and  Practice,  by  Rivise  and  Caesar  (1940),  v.  1,  p.  538.) 

The  only  exception  to  this  rule  is  that  an  inventor  is  not  entitled  to 
an  award  of  priority  if  by  knowledge  that  a  rival  has  entered  the  field 
he  is  spurred  into  renewed  activity  following  abandonment,  concealment, 
or  suppression  after  making  an  actual  reduction  to  practice. 

The  terms  "conception,"  "reduction  to  practice,"  and  "diligence"  are 
only  important  in  interference  proceedings.  Conception  refers  to  the 
mental  act  in  creating  the  invention;  reduction  to  practice  refers  to  the 
successful  demonstration  that  the  invention  is  operable  (the  filing  of  an 
application  for  patent  is  regarded  as  a  reduction  to  practice  and  is  dis- 
tinguished from  an  actual  reduction  to  practice  by  the  use  of  the  adjec- 
tive "constructive")  ;  diligence  refers  to  the  effort  directed  toward  an 
actual  reduction  to  practice  or  the  speed  in  filing  an  application  for  patent 
in  the  absence  of  a  prior  actual  reduction  to  practice. 

An  interference  proceeding  is  one  of  the  most  involved  proceedings  in 
the  legal  profession.  It  concerns  preliminary  statements;  motion  per- 
iods; hearings  before  the  primary  examiner;  the  taking  of  testimony, 
including  the  examination  of  witnesses ;  the  filing  of  briefs ;  hearings  be- 
fore the  Board  of  Interference  Examiners ;  and  so  forth.  It  is  governed 
by  an  elaborate  code  of  rules,  some  of  which  are  flexible  and  others  in- 
flexible. Much  has  been  written  about  this  highly  involved  proceeding 
and  its  various  phases,  but  it  is  entirely  out  of  the  scope  of  this  manual 
to  do  more  than  barely  mention  some  of  the  factors  involved. 

Whenever  an  interference  involving  a  Department  application  is  de- 
clared, full  and  complete  cooperation  between  the  Solicitor's  Office  and 
the  bureau  is  essential.  It  is  absolutely  necessary  that  prompt  replies 
be  made  to  inquiries  from  the  Solicitor's  Office,  because  periods  are  set 
during  the  proceeding  for  taking  certain  actions  and,  unless  the  bureau 
acts  promptly  in  furnishing  information  to  the  Solicitor's  Office,  a  loss 
of  certain  rights  may  result  or  the  Solicitor  may  be  forced  to  take  action 
without  the  benefit  of  needed  information. 
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32.   Provisions  of  the  Fee-Exempt  Act 

The  act  of  March  3,  1883,  as  amended  by  the  act  of  April  30,  1928, 
35  U.S.C.,  sec.  45  (1940)  (see  App.,  p.  29),  provides  that  an  applica- 
tion for  patent  may  be  filed  by  a  Government  employee  without  the  pay- 
ment of  any  Patent  Office  fees  if  the  head  of  the  department  concerned 
certifies  that  the  invention  is  used  or  liable  to  be  used  in  the  public  in- 
terest. The  act  also  provides  that  the  inventor  shall  stipulate  in  the 
application  that  the  invention  may  be  manufactured  and  used  by  or  for 
the  Government  for  governmental  purposes  without  the  payment  of  any 
royalty.  This  act  is  sometimes  referred  to  as  the  "Fee-Exempt  Act." 
Three  requirements  are  necessary  for  its  utilization  in  any  particular  case : 

(1)  The  invention  must  be  one  which  is  used  or  liable  to  be  used  in 
the  public  interest. 

(2)  The  inventor  must  be  an  employee  of  the  Government. 

(3)  The  Government  must  be  accorded  a  special  type  of  license  in 
the  invention. 

33.  Requirements  Relative  to  Inventor  Being  an  Employee  of  the 

Government 

The  Attorney  General  in  his  opinion  of  January  14,  1936,  addressed 
to  the  Secretary  of  Commerce  (38  Ops.  Att'y  Gen.  402),  made  an  inter- 
pretation of  the  Fee-Exempt  Act  in  accordance  with  which  the  inventor 
need  not  be  an  employee  of  the  Government  at  the  time  the  application 
is  filed  if  he  was  such  an  employee  at  the  time  he  made  the  invention 
and  during  this  employment  entered  into  an  agreement  with  the  Gov- 
ernment, preferably  in  writing,  to  the  effect  that  the  invention  may  be 
used  by  or  for  the  Government  for  governmental  purposes  without  the 
payment  of  any  royalty.  It  is  advisable,  therefore,  that  each  employee 
who,  during  the  term  of  his  Government  service,  may  have  made  an 
invention  on  which  an  application  for  patent  has  not  been  filed,  execute 
an  agreement  to  this  effect  before  terminating  his  employment  in  the 
Government.     See  Appendix,  page  25,  for  form. 

Of  course,  if  the  inventor  is  an  employee  at  the  time  his  application 
is  filed  in  the  Patent  Office,  it  is  immaterial  when  he  made  the  inven- 
tion, and  such  an  agreement  is  unnecessary.  Under  the  provisions  of 
the  act  the  application  could  be  filed  even  if  he  made  the  invention  prior 
to  his  employment  in  the  Government  service. 

These  provisions  are  applicable  to  each  inventor  of  a  joint  invention. 

34.  Public-Service  Patents 

Two  types  of  public-service  patents  are  obtained  by  the  Department 
of  Agriculture : 


ks>- 
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1.  Dedicated  patents. — Patents  dedicated  to  the  free  use  of  the  people 
of  the  United  States. 

2.  Assigned  patents. — Patents  assigned  to  the  Secretary  of  Agriculture 
or  to  the  United  States  of  America  as  represented  by  the  Secretary  of 
Agriculture. 

35.   Factors  To  Be  Considered  in  Recommending  the  Type  of 
Public-Service  Patent  To  Be  Obtained 

Determination  as  to  whether  a  patent  shall  be  of  the  assigned  type 
or  the  dedicated  is  made  administratively  by  the  Secretary  on  recom- 
mendation of  the  bureau  in  which  the  invention  originated.  In  making 
the  recommendation,  consideration  should  be  given  to  the  use  that  is 
likely  to  be  made  of  the  invention  covered  by  the  patent.  If  the  inven- 
tion is  of  such  character  that  some  measure  of  control  is  necessary  to 
safeguard  the  public,  the  patent  is  ordinarily  assigned  to  the  Secretary. 
For  example,  if  the  invention  comprises  a  medicinal  compound  or  an 
insecticide  in  which  the  matter  of  purity  may  be  important,  it  is  deemed 
advisable  to  assign  the  patent  to  the  Secretary,  who  may  issue  to  manu- 
facturers licenses  containing  provisions  with  respect  to  purity. 

On  the  other  hand,  where  such  administrative  control  is  not  neces- 
sary, there  is  no  need  to  assign  the  patent  to  the  Secretary,  and  dedica- 
tion to  the  public  is  sufficient.  Such  a  dedication  permits  anyone  to  use 
the  invention  covered  by  the  patent,  just  as  if  the  patent  had  expired. 

It  is  particularly  desirable  to  dedicate  patents  to  the  public  if  the  in- 
vention requires  no  commercial  development  and  is  likely  to  be  used  by 
a  large  number  of  persons,  such  as  farmers  and  householders.  As  ex- 
amples, a  new  method  of  canning  tomatoes  at  home  or  a  simple  device 
that  could  be  improvised  on  the  farm  to  prevent  sagging  of  field  gates 
would  probably  not  require  commercial  development  and  would  be  likely 
to  be  used  by  a  large  number  of  persons.  In  such  cases,  it  would  be 
burdensome,  not  only  to  those  wishing  to  use  the  invention  but  also  to 
the  Department,  to  require  the  issuance  of  a  license  to  each  user. 

At  present,  patents  covering  inventions  which  may  require  commercial 
exploitation  are  being  assigned  to  the  Secretary  in  the  hope  that  Con- 
gress will  enact  legislation  for  the  issuance  of  exclusive  licenses.  Under 
the  present  law,  any  license  issued  by  the  Secretary,  under  patents  as- 
signed to  him,  must  be  revocable,  nonassignable,  and  nonexclusive." 

36.   Rights  of  Government  to  Inventions  Made  by  Government  Employees 

It  is  a  general  rule  of  law  that  any  invention  made  by  an  employee  as 
a  result  of  a  specific  work  assignment  belongs  to  his  employer.  The 
Department  follows  this  rule.  (See  Department  Regulation  1561,  App., 
p.  25.)  The  work  assignment  need  not  be  in  writing.  It  may  be  oral 
or  even  inferred  from  events. 


7  It  has  been  found  that  the  nonexclusive  feature  prevents  extensive  use  of  the  invention. 
The  marketing  of  an  invention  so  that  it  can  be  used  is  as  important  as  the  making  of  the 
invention  itself.  A  recent  survey  has  shown  that  where  a  substantial  amount  of  capital  is 
involved  in  marketing  an  invention,  a  manufacturer  will  be  reluctant  to  invest  capital  for  that 
purpose  unless  he  is  given  some  measure  of  protection  against  competition.  This  could  be 
done  by  granting  exclusive  rights,  which  the  Secretary  is  not  now  authorized  to  do.  The 
enactment  of  legislation  has  been  advocated  that  would  permit  the  issuance  of  exclusive  licenses 
under  Government  patents  for  periods  long  enough  to  protect  invested  capital,  so  that  such 
patents    will    not    become    dormant    for    lack    of    commercial    exploitation. 
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37.  Commercial-Rights  Patents 

Occasionally  an  employee  makes  an  invention  that  is  unrelated  to  his 
duties.  In  such  cases,  the  employee  may  apply  for  a  patent  on  his  in- 
vention under  the  provisions  of  the  Fee-Exempt  Act  and  retain  com- 
mercial rights,  assuming  that  it  is  liable  to  be  used  in  the  public  interest. 
In  such  cases,  the  employee  is  required  to  grant  only  a  nonexclusive 
license  to  the  Government  in  terms  providing  that  the  invention  may  be 
manufactured  and  used  by  or  for  the  Government  for  governmental  pur- 
poses without  the  payment  of  any  royalty.  The  procedure  for  applying 
for  such  patents  is  the  same  as  for  public-service  patents. 

38.   Foreign  Applications 

General  Departmental  Circular  No.  4  (App.,  p.  28)  outlines  the  pro- 
cedure to  be  followed  in  filing  applications  for  foreign  patents  by  Depart- 
ment employees.  Briefly,  the  inventor  is  permitted  all  rights  in  foreign 
patents  except  those  which  would  exclude  the  Government  of  the  United 
States  in  cases  where  the  Government  owns  or  is  entitled  to  the  entire 
invention  or  to  a  shop  right  coextensive  with  the  foreign  rights.  To 
provide  for  such  rights  in  the  Government,  the  inventor  is  required  to 
stipulate  in  the  foreign  application  that  the  invention  may  be  used  by  or 
for  the  Government  of  the  United  States  for  governmental  purposes 
without  the  payment  of  any  royalty  thereon.  Where  the  foreign  gov- 
ernment does  not  permit  such  a  stipulation  in  its  patent  applications,  an 
independent  license  to  the  same  effect,  properly  executed  and  recorded, 
is  considered  the  equivalent  of  such  stipulation.  At  present  the  inventor 
is  required  to  obtain  the  consent  of  the  Secretary  before  filing  the  foreign 
application.  * 

39.  Procedure  in  Applying  for  Patents  Through  Department  Facilities 

The  procedure  for  applying  for  a  patent  through  Department  facilities 
is  outlined  in  Secretary's  Memorandum  731  (App.,  p.  26).  In  accord- 
ance with  this  procedure,  the  inventor  should  prepare  a  memorandum 
giving  his  full  name,  residence  address,  and  a  complete  description  of  his 
invention,  including  a  statement  of  its  objects,  its  purposes,  and  the  fea- 
tures believed  to  be  new  and  patentable.  The  description  should  be  ac- 
companied by  a  drawing,  which  may  be  in  rough  form,  illustrating  the 
invention  if  the  invention  is  capable  of  such  illustration. 

The  information  should  then  be  forwarded  to  the  immediate  supervisor 
of  the  inventor,  with  a  memorandum  setting  forth  the  fact  that  he  de- 
sires to  have  an  application  for  patent  filed  on  his  invention.  He  may 
recommend  the  type  of  public-service  patent  to  be  obtained.  If  he  de- 
sires to  retain  commercial  rights  and  believes  he  is  entitled  to  do  so,  the 
inventor  should  submit  an  additional  statement  setting  forth  facts  to 
justify  his  request  on  the  basis  of  his  employment  status.  This  state- 
ment must  show  that  the  inventor  was  not  employed  to  make  the  in- 
vention. 

40.  Duties  Incident  to  Submission  of  Invention  by  Inventor 

When  an  employee  submits  an  invention  in  accordance  with  the  pro- 
visions of  Secretary's  Memorandum  731,  it  is  the  duty  of  his  immediate 
supervisor  to  forward  it  to  the  chief  of  the  bureau  through  the  desig- 
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nated  channels.  The  supervisor  may  make  any  comments  he  wishes  in 
connection  with  the  matter,  but  it  is  not  his  prerogative  to  pigeonhole  it 
or  delay  it  unreasonably.  In  accordance  with  Memorandum  731,  the 
submission  should  be  handled  with  "quickness  and  dispatch."  This  duty 
devolves  not  only  upon  the  immediate  supervisor  of  the  inventor,  but  also 
upon  those  through  whom  the  material  is  subsequently  routed  to  the 
Secretary. 

The  chief  of  the  bureau  submits  the  invention  to  the  Secretary  with 
any  comments  he  may  deem  appropriate  in  addition  to  his  recommenda- 
tion as  to  the  type  of  patent  to  be  sought. s  The  matter  is  finally  re- 
ferred to  the  Solicitor's  Office  by  the  Secretary.  As  soon  as  practicable, 
the  necessary  formal  application  papers  are  prepared  by  the  Solicitor's 
Office  and  sent  to  the  bureau  for  execution  by  the  inventor.  The  papers 
are  then  returned  by  the  bureau  to  the  Solicitor's  Office  for  filing  in  the 
Patent  Office. 

41.   Cost  to  Employee  in  Applying  for  Patent  Through  Department 

Facilities 

An  employee-inventor  is  not  required  to  bear  any  cost  incident  to  the 
filing  of  his  application  for  patent  through  Department  facilities.  Under 
the  Fee-Exempt  Act  the  Patent  Office  fees  are  exempt,  and  the  legal  work 
incident  to  the  prosecution  of  the  application  is  performed  by  the  Solici- 
tor's Office  without  cost  to  the  inventor.  Where  a  drawing  is  required, 
the  bureau  concerned  assumes  the  responsibility  for  its  preparation. 

42.  Duration  of  Prosecution  in  Patent  Office 

The  question  is  frequently  asked,  "How  long  does  it  take  to  get  a 
patent?"  The  answer  is  that  there  is  no  definite  length  of  time.  The 
issues  which  arise  in  each  case  must  be  determined,  and  for  different 
cases  it  takes  different  lengths  of  time.  There  is  no  set  period  for  pros- 
ecuting an  application  for  patent,  just  as  there  is  no  set  length  of  time  for 
making  an  invention.  The  Patent  Office  average,  however,  is  understood 
to  be  between  2  and  3  years  from  the  date  of  filing  the  application  to  the 
date  of  issuance  of  the  patent.  Some  time  ago  a  check  of  the  records 
of  the  Department  showed  that  the  average  length  of  time  for  Depart- 
ment cases  was  1  year  and  10  months. 

43.  Steps  To  Be  Taken  Before  Application  Is  Filed 

Good  records  are  a  part  of  good  research  and  are  essential  when  inven- 
tion becomes  a  product  of  that  research.  It  is  important  that  complete 
notes  be  kept  of  the  invention  from  the  time  it  is  conceived  until  the  time 
it  is  reduced  to  practice.  It  is  also  important  to  disclose  the  invention 
to  someone  as  soon  as  it  is  conceived.  Otherwise,  the  conception  cannot 
be  proved  should  it  become  necessary  to  do  so  in  an  interference  proceed- 
ing. It  is  also  important  to  have  adequate  records  of  the  reduction  to 
practice  of  the  invention  and  of  the  work  performed  on  it  between  the 
time  it  was  conceived  and  the  time  it  was  reduced  to  practice. 

It  is  not  feasible  at  present  to  establish  a  standard  system  of  keeping 
records  of  inventions  on  a  Department  basis.  Each  bureau  may  want  to 
use  its  own  system  to  fit  into  its  scheme  of  operations.     In  evaluating 


8  Inventions  originating  in   the   Agricultural   Research   Administration   are   routed   to   the   Secre- 
tary  of   Agriculture   by    the    Administrator   of    Agricultural    Research. 
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or  revising  such  systems,  however,  it  would  be  helpful  if  the  bureaus 
would  keep  in  mind  some  of  the  things  that  are  important  from  the  patent 
point  of  view,  and  for  this  reason  the  following  recommendations  are 
made : 

(1)  A  description  of  the  invention  should  be  made  as  soon  as  it  is 
conceived.  The  description  should  be  dated  and  witnessed  by  disinter- 
ested and  trustworthy  persons  after  the  invention  is  explained  to  them. 
These  witnesses  should  be  intellectually  capable  of  understanding  the 
invention. 

(2)  Thereafter,  notes  should  be  made  of  all  work  that  is  done  in  con- 
nection with  the  invention.  These  notes  should  comprise  a  complete 
record,  in  as  much  detail  as  is  practical,  of  what  was  done,  when  it  was 
done,  and  the  witnesses  who  have  observed  it.  These  witnesses  should 
also  sign  the  notes. 

(3)  Especially  important  is  a  demonstration  that  the  invention  will 
operate  successfully.  Careful  notes  of  this  phase  of  the  work  should  be 
made,  dated,  and  witnessed. 

All  records  made  in  connection  with  official  inventions  in  the  Depart- 
ment are  considered  to  be  the  property  of  the  Department. 

44.  Form  of  Material  To  Be  Submitted  in  Requesting  Applications 

for  Patent 

There  is  no  requirement  on  a  Department  basis  as  to  the  form  in  which 
the  informational  material  should  be  transmitted  for  the  purpose  of  having 
an  application  for  patent  filed.  However,  it  is  necessary  that  complete 
information  be  given  concerning  the  invention  in  order  that  the  Solicitor's 
Office  may  include  whatever  is  required  in  the  formal  specification. 
Brevity  is  not  a  virtue  in  such  cases.  On  the  other  hand,  the  invention 
should  not  be  drowned  in  repetitious  and  unnecessary  verbiage.  In  cases 
of  doubt,  however,  it  is  better  to  include  the  material  in  question,  even 
to  the  point  of  being  repetitious,  rather  than  to  leave  it  out.  It  should 
be  remembered  that  no  patent  has  ever  been  held  invalid  for  disclosing 
too  much,  but  many  patents  have  been  held  invalid  for  not  disclosing 
enough. 

Some  research  employees  have  expressed  the  desire  to  be  provided  with 
an  outline  form  which  they  could  follow  in  preparing  descriptions  of  their 
inventions.     The  following  form  is  suggested: 

1.  Title  of  invention. 

2.  Name  (including  full  first  name)  and  residence  address  of  inventor. 

3.  Statement  of  objects  and  advantages  of  the  invention. 

4.  Brief  statement  of  prior  art  within  the  knowledge  of  the  inventor 
(no  citations  necessary)  and  deficiencies  thereof  which  invention  over- 
comes. 

5.  General  description  of  invention. 

6.  Detailed  description  of  invention,  using  preferred  embodiment  if 
there  is  more  than  one  (in  chemical  cases,  this  should  be  followed  by 
illustrative  examples). 

7.  Modifications,  if  any,  that  can  be  employed  in  the  invention,  includ- 
ing other  fields,  if  any,  to  which  the  invention  may  be  applied. 

8.  A  list  of  the  novel  features  of  the  invention. 

Included  in  the  Appendix  (pp.  34  to  37)  are  suggested  forms  of  speci- 
fications reproduced  from  the  Rules  of  Practice  in  the  United  States 
Patent  Office,  which  may  be  of  some  help. 
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It  is  impossible  to  reduce  a  description  of  this  kind  to  the  mere  follow- 
ing of  a  form,  and  no  attempt  should  be  made  to  follow  too  closely  the 
suggested  outline  if  it  is  found  difficult  to  do  so.  The  principal  purpose 
of  the  outline  is  to  indicate  the  scope  of  the  information  desired.  If  the 
facts  about  the  invention  are  fully  presented  in  any  intelligible  manner, 
the  inventor  has  done  all  that  is  expected  of  him. 

45.  Prior-Art  Searches 

•  As  a  general  rule,  prior-art  searches  are  not  made  by  the  Solicitor's 
Office  to  determine  whether  a  Department  invention  is  probably  patent- 
able before  filing  the  application  for  patent.  It  is  presumed  that  each 
research  employee  of  the  Department  working  in  his  own  field  has  a  com- 
prehensive understanding  of  the  prior  art  in  his  field  and  is  in  a  position  to 
judge  when  he  has  discovered  something  that  is  probably  new.  Experi- 
ence has  shown,  in  fact,  that  most  applications  for  patent  filed  through 
the  Department  do  contain  patentable  subject  matter.  It  is  also  true  that 
prior-art  searches  would  not  result  in  a  complete  weeding  out  of  un- 
patentable material.  The  number  of  cases  which  could  definitely  be 
eliminated  by  preliminary  searches  is  relatively  too  small  to  make  the 
procedure  of  practical  benefit. 

Since  prior-art  searches  are  not  made,  the  inventor  should  not  be  dis- 
appointed if  he  is  unable  to  obtain  a  patent  on  any  particular  invention. 
No  inventor  is  expected  to  obtain  patents  on  all  his  inventions,  and  no 
presumption  of  inefficiency  arises  from  the  failure  to  obtain  a  patent.  In 
fact,  even  when  the  patentability  of  an  invention  is  questionable  in  the 
mind  of  an  inventor,  it  is  preferable  to  have  an  application  for  patent  filed 
so  that  a  formal  decision  can  be  obtained  from  the  Patent  Office. 

The  Solicitor's  Office  makes  prior-art  searches  on  its  own  initiative 
when  it  is  believed  that  the  findings  will  be  of  benefit  in  the  preparation 
of  the  formal  application  for  patent.  Patents  are  sometimes  found  which 
appear  to  anticipate  the  invention,  and  copies  of  these  patents  may  be 
sent  to  the  inventor  with  the  request  that  he  point  out  the  differences 
between  his  invention  and  the  patents  before  the  formal  application 
papers  are  prepared. 

46.  Execution  of  the  Application 

The  forms  submitted  to  the  inventor  for  execution  will  include  the 
formal  petition,  specification,  and  oath  as  prepared  by  the  Solicitor's 
Office,  and  a  questionnaire  entitled  "Confidential  Data  Sheet."  A  photo- 
static copy  of  the  drawing,  if  any,  will  also  be  furnished  for  the  inventor's 
information,  if  arrangements  have  been  made  by  the  bureau  to  have  the 
drawing  prepared  in  Washington.  In  addition,  if  the  invention  is  to  be 
assigned  to  the  United  States  as  represented  by  the  Secretary,  a  form 
of  assignment  will  also  be  attached  for  execution.  Copies  of  all  these 
papers  are  also  forwarded,  one  for  retention  by  each  inventor  and  one 
for  the  files  of  the  bureau.  The  following  points  should  be  observed  in 
connection  with  the  execution  of  these  forms :  9 

1.  Each  inventor  should  read  all  papers  carefully  before  executing  any 
of  them.  If  any  changes  are  desired,  the  page  or  pages  involving  such 
changes  may  be  retyped  in  the  corrected  form,  and  copies  should  be  made, 
including  one  for  the  files  of  the  Solicitor's  Office.     In  lieu  of  such  re- 
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graphed   form    prepared    by    the    Solicitor's    Office. 
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typing,  interlineations  may  be  typewritten  or  made  with  ink.  However, 
retyping  is  preferred  where  extensive  changes  are  made.  If  interlinea- 
tions are  made,  the  inventor  should  write  his  initials  and  the  date  of  ini- 
tialing in  the  right-hand  margin  opposite  each  interlineation.  If  there  is 
more  than  one  inventor,  each  inventor  should  place  his  initials  and  the 
date  of  initialing  in  the  margin. 

2.  If  there  is  a  drawing  in  the  case,  it  should  be  carefully  examined 
to  make  certain  that  it  properly  illustrates  the  invention.  If  any  changes 
are  desired  in  the  drawing,  specific  instructions  should  be  forwarded  to 
the  Solicitor's  Office.  If  these  changes  cannot  be  fully  explained  by 
written  instructions,  they  should  be  noted  on  a  photostatic  copy  of  the 
drawing.  It  is  not  necessary  to  delay  executing  the  other  papers  in  the 
case  pending  formal  correction  of  the  drawing. 

3.  The  petition  and  the  specification  may  be  signed  at  the  places  indi- 
cated by  the  inventor  or  inventors  without  any  special  formality. 

4.  The  oath  must  be  executed  before  a  notary  public  or  other  public 
officer  qualified  to  administer  oaths  in  the  jurisdiction  in  which  the  in- 
ventor executing  the  oath  happens  to  be  at  the  time  of  execution.  Post- 
masters are  not  qualified  to  administer  oaths  in  patent  cases. 

5.  If  there  is  an  assignment,  it  should  be  executed  in  the  presence  of 
two  witnesses  other  than  the  inventors.  The  witnesses  should  affix  their 
signatures  in  the  lower  left-hand  corner  at  the  places  indicated.  In  the 
body  of  the  assignment  are  two  blank  spaces  which  must  be  filled  in  to 
show  the  date  on  which  the  application  papers  were  executed.  Other- 
wise, the  application  cannot  be  properly  identified  and  the  Patent  Office 
will  refuse  to  record  the  assignment.  If  the  date  of  execution  of 
the  oath  is  different  from  that  of  execution  of  the  petition,  either  may 
be  used,  but  the  latest  date  is  preferred,  since  that  would  be  the  one  on 
which  the  application  was  completed.  If  there  is  more  than  one  inventor 
and  the  inventors  executed  the  application  papers  on  different  dates, 
either  date  will  be  acceptable,  but  the  Patent  Offiice  prefers  that  both 
dates  be  included,  as:  ".  .  .  executed  by  us  on  the  6th  and  8th  days, 
respectively,  of  July,  1943.  .  ." 

6.  The  signatures  of  the  inventors  must  be  exactly  as  shown  in  the 
papers  in  each  case.  If  the  name  of  an  inventor  has  been  misspelled  he 
may  make  the  correction  in  the  papers  first  and  then  sign  the  papers 
accordingly.     His  full  first  name  must  be  used  throughout. 

7.  The  questions  in  the  confidential  data  sheet  should  be  answered  as 
fully  as  possible.  The  information  requested  on  this  form  is  for  the  pur- 
pose of  assisting  the  Solicitor's  Office  in  prosecuting  the  case  before  the 
Patent  Office.  It  will  not  form  a  part  of  the  official  record  of  the  Patent 
Office.  From  this  information,  the  Solicitor's  Office  may  in  many 
instances  be  able  to  devise  means  for  overcoming  certain  grounds  of  re- 
jection. 

8.  The  inventors  and  the  bureau  may  each  retain  one  copy  of  the  papers 
furnished.  The  original  papers  must  be  returned  to  the  Solicitor's 
Office  for  filing  in  the  Patent  Office.  They  should  be  executed  as  soon 
as  possible  after  they  are  received  and  be  returned  to  the  Solicitor's  Office 
immediately  after  execution  so  that  they  can  be  filed  in  the  Patent  Office 
within  about  5  weeks  of  the  date  of  execution.  If  more  than  5  weeks 
elapse  between  the  date  of  execution  and  the  date  of  filing,  the  Patent 
Office  may  require  a  new  oath. 
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47.  Procedure  During  Pendency  of  Applications  in  the  Patent  Office 

A  copy  of  the  examiner's  action  (see  sec.  26)  is  received  by  the  Solici- 
tor's Office  and  forwarded  to  the  bureau,  together  with  a  copy  of  each 
patent  cited  therein.  It  is  assumed  that  reference  material  such  as  Chem- 
ical Abstracts,  scientific  periodicals,  etc.,  which  may  be  included  in  the 
art  cited  by  the  examiner  is  available  to  the  inventors,  and  copies  are  not 
furnished  by  the  Solicitor's  Office.  However,  should  such  references  not 
be  available  to  the  bureau,  copies  may  be  obtained  from  the  Patent  Office 
for  official  use. 

The  bureau  is  expected  to  cooperate  with  the  Solicitor's  Office  by 
furnishing  any  technical  information  that  will  be  needed  by  that  office  in 
making  a  full  and  complete  response  to  the  Patent  Office.  The  refer- 
ences furnished  to  the  bureau  must  be  returned  with  its  reply  to  the 
Solicitor's  Office.  Although  each  bureau  may  handle  this  matter  in  its 
own  way,  the  inventor  is  usually  the  one  best  able  to  comment  on  the 
technical  phases  of  the  examiner's  actions.  In  general,  what  is  desired 
is  a  discussion  pointing  out  how  the  references  cited  by  the  examiner 
differ  from  the  invention  being  claimed.  If  the  inventor  believes  that 
the  examiner  is  mistaken  in  any  particular  statement  made  in  the  action, 
he  should  comment  on  it  and  give  the  reasons  for  his  belief. 

48.   Combination  of  References 

When  the  examiner  combines  two  or  more  references  as  a  basis  for 
rejection  of  claims,  some  inventors,  instead  of  pointing  out  in  their  reply 
how  their  inventions  differ  from  the  combination  of  references  used, 
often  discuss  only  the  differences  between  their  inventions  and  each  ref- 
erence, respectively,  of  the  combination.  In  most  instances,  this  infor- 
mation is  of  very  little  value.  The  fact  that  the  examiner  was  forced  to 
combine  references  in  his  rejection  indicates  that  he  recognizes  that  each 
reference  alone  is  different  from  the  invention  in  question. 

As  an  example,  suppose  the  invention  consists  of  the  combination  of 
a  special  type  bolt  and  a  special  type  nut.  The  examiner  may  be  unable 
to  find  the  combination  of  the  two  in  any  one  patent,  but  does  find  a 
similar  bolt  in  a  patent  to  Jones  and  a  similar  nut  in  a  patent  to  Smith. 
He  might  then  reject  claims  made  by  the  applicant  on  the  combination 
of  these  two  patents,  in  such  phraseology  as :  "The  claims  are  rejected 
on  Jones  in  view  of  Smith."  This  means  that  the  examiner  is  contend- 
ing that  it  would  not  amount  to  invention  to  combine  the  elements  of  the 
patent  to  Smith  with  the  elements  of  the  patent. to  Jones.  To  overcome 
this  combination  of  references,  it  is  obviously  futile  to  contend  that  the 
Jones  patent  is  different  from  the  applicant's  invention  on  the  ground 
that  it  does  not  show  the  special  nut,  and  that  the  Smith  patent  is  dif- 
ferent on  the  ground  that  it  does  not  show  the  special  bolt.  It  would 
be  more  helpful  to  show  what  differences,  if  any,  there  are  between  the 
bolt  of  the  Jones  patent  and  the  bolt  of  the  applicant's  invention,  and  the 
nut  of  the  Smith  patent  and  the  nut  of  the  applicant's  invention.  Such 
information  could  be  used  by  the  Solicitor's  Office  in  addition  to  any 
other  arguments  it  may  be  able  to  prepare  in  replying  to  the  examiner's 
action. 

49.  Election  of  Species 

A  matter  which  frequently  causes  confusion  is  the  requirement  made 
by  the  examiner  for  election  of  species.     Suppose,  for  example,  that  an 
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invention  involves  a  process  comprising  the  reaction  between  two  com- 
pounds, one  of  which  is  a  mineral  acid.  One  claim  might  include  "min- 
eral acid"  broadly  as  a  "generic"  claim.  Another  claim  might  call  for 
hydrochloric  acid,  another  for  sulfuric  acid,  and  so  on.  Suppose  the 
claims  were  set  up  on  the  following  basis  relative  to  the  acid: 

1.  Mineral  acid.  4.  Nitric  acid. 

2.  Hydrochloric  acid.  5.  Phosphoric  acid. 

3.  Sulfuric  acid. 

Claim  1  would  be  the  generic  claim,  while  claims  2,  3,  4,  and  5  are 
each  species  claims.  Under  rule  41  of  the  Rules  of  Practice  (App.,  p. 
30),  an  application,  if  it  contains  an  allowable  generic  claim,  may  have 
in  addition  no  more  than  three  species  claims.  Thus,  if  claim  1  were 
allowed,  only  three  of  the  other  four  claims  could  be  retained.  The 
other  claim  would  have  to  be  canceled,  but  it  could  be  made  the  subject 
of  another  application,  generally  referred  to  as  a  "divisional"  application. 
However,  if  no  generic  claim  were  allowed,  that  is,  if  claim  1  were  not 
allowed,  only  one  of  the  four  species  claims  would  be  permitted  in  that 
application.  The  other  three  could  be  made  the  subjects  of  divisional 
applications. 

It  will  be  understood,  therefore,  that  when  the  examiner  requires  elec- 
tion of  species  he  is  asking  the  inventor  to  designate  which  of  the  species 
he  desires  to  retain  in  that  application  in  accordance  with  rule  41.  His 
requirement  may  be  stated  as  follows:  "Applicant  is  required  to  elect 
three  species  and  to  elect  further  a  single  species  in  the  event  no>  generic 
claim  is  found  allowable."  Irrespective  of  the  final  outcome,  it  should 
be  understood  that  divisional  applications  may  be  filed  on  the  species  not 
elected.  This  could  be  done  while  the  original  application  or  an  appli- 
cation depending  from  it  is  pending.  In  other  words,  all  patentable  sub- 
ject matter  in  an  application  can  be  claimed  by  one  means  or  another. 

50.  Status  of  Prior  Art 

An  inventor  frequently  asserts  that  he  is  entitled  to  a  patent  because 
his  invention  differs  from  patents  which  have  been  granted  more  than 
these  patents  differ  among  themselves.  This  claim  is  usually  futile,  and 
the  attorney  in  charge  of  the  application  must  devise  an  entirely  different 
line  of  argument.  Degrees  of  difference  alone  are  not  important.  Such 
differences  may  be  of  either  a  patentable  or  an  unpatentable  nature.  If 
the  differences  are  of  an  unpatentable  nature,  it  is  useless  to  point  them 
out  because  in  any  particular  application  under  prosecution,  the  Patent 
Office  will  not  go  into  the  question  of  whether  a  previous  patent  was 
issued  properly.  Such  matters  have  been  settled  by  the  Patent  Office, 
and,  rightly  or  wrongly,  the  patent  has  been  issued.  If  the  differences 
are  of  a  patentable  nature  it  is  unnecessary  to  make  the  comparisons, 
because  any  degree  of  patentable  difference  is  sufficient  to  support  a 
patent. 

51.  New  Matter 

New  matter  cannot  be  added  to  a  specification  after  the  application  is 
filed  in  the  Patent  Office.  The  application  must  be  prosecuted  on  the 
basis  of  the  material  in  the  specification  and  the  prior  art  at  the  time  the 
application  was  filed.  It  is  permissible,  however,  to  amend  the  applica- 
tion for  the  purpose  of  clarification.     Sometimes  the  deletion  of  certain 
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material  in  an  application  has  the  effect  of  adding  new  matter  to  the  dis- 
closure, and  in  such  cases  the  deletion  is  not  permitted.  For  example, 
suppose  the  disclosure  described  a  new  compound  "containing  a  chlori- 
nated resin."  Deletion  of  the  word  "chlorinated"  would  broaden  the 
disclosure  and  would  not  be  permitted. 

Where  it  is  desired  to  add  new  matter  to  the  disclosure  in  a  specifica- 
tion, this  can  be  done  only  by  filing  another  application  for  patent.  An 
application  filed  for  this  purpose  is  referred  to  as  a  "continuation-in-part 
application."  The  old  material  in  such  cases — that  is,  the  material  com- 
mon to  the  "parent"  application  and  to  the  continuation-in-part  applica- 
tion— is  considered  to  have  the  filing  date  of  the  parent  application,  pro- 
vided the  parent  application  was  pending  at  the  time  the  second  appli- 
cation was  filed,  even  though  the  parent  application  may  subsequently  be 
abandoned. 

The  possibilities  afforded  by  a  procedure  of  this  kind  are  among  the 
many  advantages  of  the  patent  procedure  over  other  forms  of  publication. 
For  example,  Department  publications  or  publications  on  Department 
research  are  ordinarily  not  made  until  the  subject  matter  is  fairly  well 
settled.  This  may  involve  delays  of  many  months  or  even  years  before 
a  publication  could  be  issued  on  the  subject  matter.  Patent  applications, 
on  the  other  hand,  may  be  filed  on  partly  completed  research  work  with 
a  view  to*  filing  continuation-in-part  applications  after  the  work  is  com- 
pleted or  as  it  is  completed.  In  this  way  priority  of  invention  may  be 
established  on  the  record  of  the  parts  completed  at  the  times  the  re- 
spective applications  are  filed. 

When  it  is  desired  to  take  advantage  of  this  procedure,  it  should  be 
indicated,  for  the  benefit  of  the  Solicitor's  Office,  in  the  first  file  of  ma- 
terial transmitted  to  the  Secretary,  that  additional  material  is  expected 
to  be  forthcoming  within  an  estimated  time.  When  the  additional  ma- 
terial is  later  submitted  for  the  purpose  of  filing  a  continuation-in-part 
application,  the  pending  application  to  which  it  relates  should  be  desig- 
nated. 

There  is  no  limit  to  the  number  of  continuation-in-part  applications 
that  may  be  filed  either  serially  or  independently  of  each  other. 


APPENDIX 

Agreement  Form 
I m 9  being  at  present  an  employee  of  the 

(Name)  . 

,10  United  States  Department  of  Agriculture, 

(Bureau) 

for  and  in  consideration  of  the  privileges  granted  to  me  as  an  employee 
in  the  Government  service  and  for  other  valuable  considerations,  hereby 
agree  that  all  inventions  made  by  me  during  my  term  of  employment  in 
the  United  States  Government  may  be  used  by  or  for  the  Government 
for  governmental  purposes  without  the  payment  of  any  royalties  thereon. 
IN  WITNESS  WHEREOF,  I  have  hereunto  set  my  hand  and  seal 

this day  of ,  19 

„ (SEAL) 

In  the  presence  of : 


Approved  by: 


Witness 
Witness 


(Title) 

Department  Regulations  Concerning  Patents 

1561.  Issue  of  Patents  to  Employees. — All  inventions  made  by  employees  of  this 
Department  in  any  wise  connected  with  the  work  of  the  Department,  that  is  to 
say  which  involve  subject  matter  within  the  scope  of  the  Department's  activ- 
ities, are  required  to  be  submitted  to  the  Secretary,  who  will  determine  what 
steps  shall  be  taken  in  order  that  the  interests  of  the  Government  and  the  em- 
ployees concerned  may  be  adequately  protected.  The  submission  shall  contain 
a  description  of  the  invention  or  discovery  and  a  disclosure  of  the  circumstances 
under  which  the  invention  was  made.  If  it  is  decided  to  file  a  patent  applica- 
tion such  application  will  be  filed  under  the  provisions  of  the  act  of  March  3, 
1883,  as  amended  by  the  act  of  April  30,  1928. 

If  the  invention  involved  is  found  to*  be  within  the  specifically  assigned  duties 
of  an  employee  he  will  be  required  to  dedicate  it  to  the  public  or,  in  the  event 
it  is  desired  to  retain  administrative  control  of  the  subject  matter  in  the  Depart- 
ment, such  invention  will  he  assigned  to  the  Secretary  of  Agriculture.  When 
an  invention  does  not  come  within  the  scope  of  employment  of  the  inventor- 
employee  and  where  the  subject  matter  is  of  interest  to  the  Government,  a 
patent  application  will  be  filed  through  the  Department,  under  which  the  Gov- 
ernment retains  or  obtains  a  shop  right  or  right  of  free  use  and  all  other  com- 
mercial rights  remain  in  the  inventor. 

Where  appropriated  funds  have  been  used  in  the  making  of  inventions  by 
employees  of  the  Government  under  a  specific  work  assignment,  the  use  of 
such  discoveries  shall  be  secured  to  the  Government  and  to  the  people  of  the 
United  States  who  have  supplied  the  means  to  conduct  the  necessary  experi- 
ments through  the  medium  of  taxation,  without  the  payment  of  royalties.  This 
Department  has  authority  only  to  grant  nontransferable,  nonexclusive,  revocable 
licenses. 


10  If    the    bureau    is    in    the    Agricultural     Research     Administration,     "Agricultural     Research 
Administration"    should    be    included    here. 
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1562.  Requests  to  Patent  Office  for  Expediting  Issuance  of  Patents. — Bureaus  re- 
ceiving communications  from  persons  outside  of  the  Department  requesting 
that  the  Commissioner  of  Patents  be  asked  to  expedite  consideration  of  appli- 
cations for  letters  patent  pending  before  him  shall,  before  taking  any  further 
action  in  the  matter,  call  upon  the  person  making  the  request  for  a  complete 
description  of  the  article  or  process  and  its  uses,  together  with  the  serial  num- 
ber of  the  application  for  patent.  Upon  receipt  of  this  information  the  bureau 
interested  shall  determine  whether  the  article  or  process,  if  patented,  will  be  of 
peculiar  importance  to  the  Department,  or  to  the  agricultural  industry,  and 
whether  the  immediate  consideration  of  the  application  and  issuance  of  the 
patent  will  be  of  advantage  to  the  Department  in  the  prosecution  of  its  work. 

A  full  report  should  be  made  by  the  chief  of  bureau  to  the  Secretary.  If  the 
facts  warrant,  the  necessary  action  will  be  taken  looking  to  the  immediate  con- 
sideration of  the  application  in  question,  and  an  employee  of  the  Office  of  the 
Solicitor  will  be  designated  to  represent  the  Department  before  the  Commis- 
sioner in  order  to  prevent  improper  issue  of  the  patent,  in  accordance  with  rule 
63  of  the  rules  of  practice  in  the  United  States  Patent  Office. 

1563.  Aid  to  Commissioner  of  Patents. — For  the  purpose  of  aiding  in  the  issuance 
of  plant  patents  the  Secretary  may  (1)  furnish  the  Commissioner  of  Patents 
information  available  in  the  Department;  (2)  conduct  through  the  appropriate 
bureau  or  division  such  research  upon  special  problems;  (3)  detail  to  the  Com- 
missioner of  Patents  such  officers  and  employees  of  the  Department  as  the 
Commissioner  may  request. 

Department  Memoranda  Concerning  Patents 

UNITED  STATES  DEPARTMENT  OF  AGRICULTURE 

Office  of  the  Secretary 

Washington 

August  25,  1937. 
MEMORANDUM  No.  731 

Procedure  to  be  followed  in  the  presentation,  consideration,  and  handling  of 
Patent  Applications  covering  inventions  made  by  employees  of  the   United 
States  Department  of  Agriculture 

The  Act  of  March  3,  1883,  as  amended  by  the  Act  of  April  30,  1928,  (45  Stat. 
467,  U.  S.  C.  Title  35,  sec.  45),  authorizes  the  Commissioner  of  Patents  to  grant 
to  employees  of  the  Government  patents  for  inventions  without  the  payment  of 
any  fee  when  the  head  of  the  Department  concerned  certifies  that  such  inven- 
tions are  used  or  liable  to  be  used  in  the  public  interest,  provided  the  inventors 
shall  state  in  their  patent  applications  that  the  inventions,  if  patented,  may  be 
manufactured  and  used  by  or  for  the  Government  for  Governmental  purposes 
without  the  payment  to  them  of  any  royalty  thereon. 

From  a  consideration  of  the  act  cited  above,  it  is  obvious  that  Congress  con- 
templated some  patents  under  which  the  employees  of  the  Government  would 
retain  all  rights  except  those  granted  to  the  Government  itself.  The  act  cited 
has  no  effect  on  the  ownership  of  an  invention.  The  respective  rights  and 
obligations  of  employer  and  employee  touching  an  invention  conceived  by  the 
latter  spring  from  the  contract  of  employment.  The  courts  have  said  that  one 
employed  to  make  an  invention  who  succeeds  during  his  term  of  service,  in 
accomplishing  that  task,  is  bound  to  assign  to  his  employer  any  patent  obtained. 
The  reason  is  that  he  has  only  produced  that  which  he  was  employed  to  in- 
vent. His  invention  is  the  precise  subject  of  the  contract  of  employment.  A 
term  of  the  agreement  necessarily  is  that  what  he  is  paid  to  produce  belongs  to 
his  paymaster.  On  the  other  hand,  if  the  employment  be  general,  albeit  it 
covers  a  field  of  labor  and  effort  in  the  performance  of  which  the  employee  con- 
ceived the  invention  for  which  he  obtained  a  patent,  the  contract  is  not  so 
broadly  construed  as  to  require  an  assignment  of  the  patent. 

It  will  be  observed  from  the  above  that  the  courts  have  drawn  a  distinction 
between  specific  and  general  work  assignments.  If  the  making  of  a  particular 
invention  is  within  the  specifically  assigned  duties  of  an  employee  of  the  Gov- 
ernment, his  invention  will  be  dedicated  to  the  public,  or,  in  the  event  it  is  de- 
sirable for  the  Department  to  retain  administrative  control  of  an  invention, 
assigned  to  the  Secretary  of  Agriculture.  On  the  other  hand,  if  the  making  of 
an  invention  lies  outside  the  specifically  assigned  duties  of  an  employee,  the 
patent  to  be  obtained  should  provide  for  the  right  of  free  use  by  or  for  the  Gov- 
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ernment,  and  all  other  commercial  rights  may  remain  in  the  employee-inventor. 
The  last  two  observations,  of  course,  are  based  on  the  premise  that  the  inven- 
tions involved  are  used  or  liable  to  be  used  in  the  public  interest.  In  deter- 
mining whether  an  invention  is  liable  to  be  used  in  the  public  interest,  it  would 
seem  preferable  to  consider  the  public  interest  as  a  whole,  rather  than  to  confine 
such  consideration  to  the  interest  of  the  United  States  as  associated  strictly 
with  a  particular   bureau  or    department  of    the   Government. 

Paragraph  1561  of  the  Regulations  of  the  Department  provides  that: 

All  inventions  made  by  employees  of  this  Department  in  any  wise  con- 
nected with  the  work  of  the  Department,  that  is  to  say  which  involve  sub- 
ject matter  within  the  scope  of  the  Department's  activities,  are  required  to 
be  submitted  to  the  Secretary,  who  will  determine  what  steps  shall  be  taken 
in  order  that  the  interests  of  the  Government  and  the  employees  concerned 
may  be  adequately  protected. 

This  regulation  also  contains  general  information  concerning  the  consideration 
of  inventions  made  by  employees  of  the  Department. 

In  order  that  a  uniform  practice  relating  to  the  consideration  and  handling  of 
inventions  and  patent  applications  to  be  presented  pursuant  to  the  regulations 
cited  above  may  prevail  throughout  the  Department,  the  following  procedure 
is  prescribed. 

The  employee-inventor,  either  on  his  own  initiative  or  under  instructions  by  a 
superior  officer,  shall  prepare  a  detailed  description  of  his  invention  together 
with  an  illustrative  drawing,  if  the  invention  is  susceptible  to  illustration  in  this 
manner.  The  purposes  and  operations  of  the  invention  should  also  be  disclosed. 
This  description  will  'be  submitted  in  writing  to  the  chief  of  the  bureau  in 
which  the  inventor  is  employed  through  the  immediate  superior  of  the  em- 
ployee-inventor. The  letter  of  transmittal  will  contain  the  full  name  and 
residence  address  of  the  inventor  and  make  known  his  wishes  concerning  the 
disposal  of  the  involved  patent  rights.  If  the  inventor  wishes  to  dedicate  his 
invention  to  the  public  or  assign  it  to  the  Secretary  of  Agriculture,  he  need  only 
so  state.  If,  however,  he  decides  that  under  applicable  law  he  is  entitled  to  re- 
tain commercial  rights,  subject  to  a  shop  right  in  the  Government  pursuant  to 
the  Act  of  1928  above  cited,  he  will  so  state  and  exercise  his  privilege  of 
presenting  a  justification  of  his  views.  In  this  particular  he  should,  of  course, 
give  a  description  of  his  work  assignment  as  understood  by  him. 

It  is  customary  to  restrict  knowledge  of  an  invention  to  those  entitled  to  such 
knowledge  prior  to  the  filing  of  a  patent  application  in  the  Patent  Office.  Only 
those  who  have  contributed  to  the  inventive  act  or  acts  should  be  named  as 
inventors.  It  is  imperative  for  inventors  to  keep  a  permanent  record  of  events 
concerning  their  inventions  and  of  the  names  of  those  to  whom  disclosures  may 
have  been  made  and  the  dates  of  such  disclosures. 

Upon  receipt  of  the  applications  or  requests  from  employee-inventors,  the 
immediate  superior  shall  forward  the  entire  file,  together  with  his  recommenda- 
tions, to  the  chief  of  the  bureau  with  reasonable  quickness  and  dispatch.  Upon 
receipt  of  the  file,  the  chief  of  the  'bureau  shall  give  the  matter  consideration 
and  shall  forward  the  entire  file,  together  with  his  recommendations  based 
upon  the  existing  facts  and  law  as  indicated  above,  to  the  Secretary  of  Agricul- 
ture with  reasonable  quickness  and  dispatch.  In  the  event  there  is  a  difference 
of  opinion  between  the  chief  of  the  bureau  and  the  employee-inventor  con- 
cerned, a  justification  of  the  position  assumed  by  the  chief  of  the  bureau  in  the 
premises  shall  be  submitted  in  writing. 

Upon  receipt  of  the  matter  in  the  office  of  the  Secretary,  the  file  will  be  for- 
warded to  the  Solicitor  of  the  Department  who,  as  legal  advisor  and  representa- 
tive of  the  Secretary,  will  determine  the  questions  involved  and,  in  the  event 
of  a  difference  of  opinion  betwreen  the  chief  of  the  bureau  and  the  employee- 
inventor,  render  a  written  opinion  in  the  matter,  copies  of  which  opinion  shall 
be  transmitted  to  the  chief  of  the  bureau  and  the  employee-inventor.  Recon- 
sideration by  the  Solicitor  may  be  obtained  by  a  request  therefor  by  the  chief  of 
the  bureau  or  the  employee-inventor  submitted  to  the  Solicitor  within  a  period 
of  thirty  days  from  the  date  of  such  opinion.  The  opinion  of  the  Solicitor  shall 
become  final  upon  failure  of  the  parties  concerned  to  submit  such  request  for 
reconsideration,  provided  further,  that  acceptance  of  the  opinion  may  be  com- 
municated to  the  Solicitor  by  the  parties  concerned  at  any  time  within  the 
period  of  thirty  days.  Further  reconsideration  by  the  Solicitor  of  his  opinion, 
other  than  as  provided  for  above,  shall  rest  in  his  discretion. 
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After  the  decision  of  the  Solicitor  shall  have  become  final  in  a  particular 
case,  the  necessary  formal  papers  shall  be  prepared  and  prosecuted  before  the 
Patent  Office  under  his  direction.  Should  it  be  necessary  prior  to  the  filing 
of  the  application  in  the  Patent  Office  or  during  its  prosecution  to  refer  any 
matter  connected  therewith  to  the  chief  of  the  bureau  or  to  the  employee- 
inventor  concerned,  the  requirements  of  the  Solicitor  shall  be  met  with  reason- 
able quickness  and  dispatch. 

H.  A.  Wallace, 

Secretary. 


UNITED  STATES  DEPARTMENT  OF  AGRICULTURE 
Washington     25,     D.     C. 

August  12,  1943. 
GENERAL  DEPARTMENTAL  CIRCULAR   NO.   4 

Procedure  to  be  followed  in  the  presentation,  consideration,  and  handling 

of  Foregin  Patent  Applications  covering  inventions  made  by  employees  of 

the  United  States  Department  of  Agriculture 

In  order  to  protect  the  interests  of  the  Government  in  its  inventions  made  by 
employees  of  this  Department,  every  invention  made  by  such  an  employee  in 
any  wise  pertaining  to  the  work  of  the  Department  upon  which  a  foreign  ap- 
plication is  to  be  filed  must  be  submitted  in  accordance  with  Regulation  1561 
of  the  Regulations  of  the  Department,  and  such  foreign  application  shall  not 
be  filed  without  the  approval  of  the  Secretary  or  the  Wrar  Food  Administrator, 
as  the  case  may  be.  If  the  invention,  by  virtue  of  the  circumstances  under 
which  it  was  made,  is  the  property  of  the  United  States,  such  approval  shall 
require  the  foreign  application  to  contain  the  stipulation  that  the  invention 
may  be  manufactured  and  used  by  or  for  the  Government  of  the  United  States 
of  America  for  governmental  purposes  without  the  payment  of  any  royalty 
thereon,  in  order  that  such  stipulation  may,  in  effect,  appear  upon  the  face  of  any 
patent  which  may  issue  on  the  application.  However,  if  the  United  States  is 
entitled  to  a  shop  right  interest  only  in  the  invention  as  a  result  of  the  cir- 
cumstances under  which  it  was  made,  the  matter  will  be  considered  to  deter- 
mine whether  the  activities  of  the  Government  are  such  that  the  shop  right 
extends  to  the  particular  foreign  country  involved  so  as  to  require  a  similar 
stipulation  in   such   foreign  application. 

Where  the  invention  has  been  previously  submitted  under  Regulation  1561 
for  the  purpose  of  filing  a  domestic  application  for  patent,  resubmission  will  not 
be  required,  but  a  request  for  approval  to  file  the  foreign  application  must  be 
made.  If  such  previous  submission  contained  a  request  that  the  invention 
either  be  assigned  to  the  United  States  of  America  or  be  dedicated  to  the 
public,  it  will  be  presumed  that  the  invention  is  the  property  of  the  United 
States  by  virtue  of  the  circumstances  under  which  it  was  made,  unless  the 
applicant  indicates  otherwise  and  presents  evidence  in  support  of  his  position. 
However,  where  an  invention  has  been  previously  submitted  under  Regulation 
1561,  as  a  result  of  which  there  has  been  a  final  adjudication  of  title  as  between 
the  inventor  and  the  Government,  in  accordance  with  the  procedure  outlined  in 
Secretary's  Memorandum  No.  731,  dated  August  25,  1937,  the  question  of 
title  to  the  invention  shall  not  again  be  raised  in  requesting  approval  to  file  a 
foreign  application. 

It  is  imperative  that  applicants,  in  filing  foreign  applications  for  patent 
covering  inventions  made  in  the  United  States  or  in  otherwise  exporting  in- 
formation concerning  such  inventions,  observe  and  follow  carefully  the  laws 
which  may  be  in  effect  at  the  time.  Attention  is  particularly  called  to  the  act 
of  August  21,  1941  (55  Stat.  657),  Public  Law  239,  77th  Congress,  which  pro- 
vides, among  other  things,  including  penalties  for  its  violation,  that  no  person 
shall  file  or  cause  or  authorize  to  be  filed  in  any  foreign  country  an  application 
for  patent  or  for  the  registration  of  a  utility  model,  industrial  design,  or  model, 
in  respect  of  any  invention  made  in  the  United  States,  except  when  authorized 
by  the  Commissioner  of  Patents.  The  term  "application"  covers  not  only 
applications,  but  also  modifications,  amendments,  supplements,  or  continuances. 
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This  is  supplemental  to  Secretary's  Memorandum  No.  731,  dated  August  25, 
1937. 

William  B.  Bradley,  Paul  H.  Appleby, 

Acting  War  Food  Administrator.  Acting  Secretary. 

Patent  Laws  Affecting  Government  Employees 

Act  of  Apr.  30,  1928,  45  Stat.  467,  amending  act  of  Mar.  3,  1883,  22  Stat. 
625  (U.  S.  C.  Title  35,  sec.  45): 

The  Commissioner  of  Patents  is  authorized  to  grant,  subject  to  existing 
law,  to  any  officer,  enlisted  man,  or  employee  of  the  Government,  except 
officers  and  employees  of  the  Patent  Office,  a  patent  for  any  invention  of 
the  classes  mentioned  in  section  4886  of  the  Revised  Statutes,  (U.S.C.,  title 
35,  sec.  31),  without  the  payment  of  any  fee  when  the  head  of  the  department 
or  independent  bureau  certifies  such  invention  is  used  or  liable  to  be  used  in 
the  public  interest:  Provided,  That  the  applicant  in  his  application  shall  state 
that  the  invention  described  therein,  if  patented,  may  be  manufactured  and 
used  by  or  for  the  Government  for  governmental  purposes  without  the  payment 
to  him  of  any  royalty  thereon,  which  stipulation  shall  be  included  in  the 
patent. 

Act  of  June  25,  1910,  36  Stat.  851  (U.S.C.  Title  35,  sec.  68): 

Whenever  an  invention  described  in  and  covered  by  a  patent  of  the  United 
States  shall  hereafter  be  used  or  manufactured  by  or  for  the  United  States 
without  license  of  the  owner  thereof  or  lawful  right  to  use  or  manufacture 
the  same,  such  owner's  remedy  shall  be  by  suit  against  the  United  States  in  the 
Court  of  Claims  for  the  recovery  of  his  reasonable  and  entire  compensation 
for  such  use  and  manufacture :  Provided,  however,  That  said  Court  of  Claims 
shall  not  entertain  a  suit  or  award  compensation  under  the  provisions  of  this 
act  where  the  claim  for  compensation  is  based  on  the  use  or  manufacture  by  or 
for  the  United  States  of  any  article  heretofore  owned,  leased,  used  by,  or  in 
the  possession  of  the  United  States :  Provided  further,  That  in  any  such  suit 
the  United  States  may  avail  itself  of  any  and  all  defenses,  general  or  special,  that 
might  be  pleaded  by  a  defendant  in  an  action  for  infringement,  as  set  forth  in 
title  sixty  of  the  Revised  Statutes,  or  otherwise:  And  provided  further,  That 
the  benefits  of  this  act  shall  not  inure  to  any  patentee  who,  when  he  makes 
such  claim,  is  in  the  employment  or  service  of  the  Government  of  the  United 
States,  or  the  assignee  of  any  such  patentee;  nor  shall  this  act  apply  to*  any 
device  discovered  or  invented  by  such  employee  during  the  time  of  his  employ- 
ment or  service. 

Rules  of  Practice  in  the  United  States  Patent  Office  Frequently  Referred 
to  in  Departmental  Communications11 

25.  In  case  of  the  death  of  the  inventor,  the  application  will  be  made  by 
and  the  patent  will  issue  to  his  executor  or  administrator.  In  that  case  the 
oath  required  by  rule  46  will  be  made  by  the  executor  or  administrator.  In 
case  of  the  death  of  the  inventor  during  the  time  intervening  between  the 
filing  of  his  application  and  the  granting  of  a  patent  thereon,  the  letters  patent 
will  issue  to  the  executor  or  administrator  upon  proper  intervention  by  him. 
The  executor  or  administrator  duly  authorized  under  the  law  of  any  foreign 
country  to  administer  upon  the  estate  of  the  deceased  inventor  shall,  in  case 
the  said  inventor  was  not  domiciled  in  the  United  States  at  the  time  of  his 
death,  have  the  right  to  apply  for  and  obtain  the  patent.  The  authority  of 
such  foreign  executor  or  administrator  shall  be  proved  by  certificate  of  a  diplo- 
matic or  consular  officer  of  the  United  States. 

In  case  an  inventor  become  insane,  the  application  may  be  made  by  and  the 
patent  issued  to  his  legally  appointed  guardian,  conservator,  or  representative, 
who  will  make  the  oath  required  by  rule  46. 

28.  Joint  inventors  are  entitled  to  a  joint  patent;  neither  of  them  can  obtain 
a  patent  for  an  invention  jointly  invented  by  them.  Independent  inventors 
of  distinct  and  independent  improvements  in  the  same  machine  can  not  obtain 
a  joint  patent  for  their  separate  inventions.  The  fact  that  one  person  furnishes 
the  capital  and  another  makes  the  invention  does  not  entitle  them  to  make  an 


11  From    U.    S.    Department   of   Commerce.     Rules    of   Practice   in    the   United    States 
Patent  Office.    103  pp.,  illus.  Rev.,  Nov.  1,  1942. 
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application  as  joint  inventors;  but  in  such  case  they  may  become  joint  patentees, 
upon  the  conditions  prescribed  in  rule  26. 

34.  The  specification  is  a  written  description  of  the  invention  or  discovery 
and  of  the  manner  and  process  of  making,  constructing,  compounding,  and  using 
the  same,  and  is  required  to  be  in  such  full,  clear,  concise,  and  exact  terms  as 
to  enable  any  person  skilled  in  the  art  or  science  to  which  the  invention  or 
discovery  appertains,  or  with  which  it  is  most  nearly  connected,  to  make, 
construct,  compound,  and  use  the  same. 

35.  The  specification  must  set  forth  the  precise  invention  for  which  a  patent 
is  solicited,  and  explain  the  principle  thereof,  and  the  best  mode  in  which  the 
applicant  has  contemplated  applying  that  principle,  in  such  manner  as  to  dis- 
tinguish it  from  other  inventions. 

38.  When  there  are  drawings  the  description  shall  refer  to  the  different 
views  by  figures  and  to  the  different  parts  by  letters  or  numerals  (preferably 
the  latter). 

40.  The  specification  must  be  signed  by  the  inventor  or  one  of  the  persons 
indicated  in  rule  25.  Full  names  must  be  given,  and  all  names  must  be  legibly 
written. 

41.  Two  or  more  independent  inventions  can  not  be  claimed  in  one  applica- 
tion; but  where  several  distinct  inventions  are  dependent  upon  each  other 
and  mutually  contribute  to  produce  a  single  result  they  may  be  claimed  in  one 
application:  Provided,  That  more  than  one  species  of  an  invention,  not  to  ex- 
ceed three,  may  be  claimed  in  one  application  if  that  application  also  includes 
an  allowable  claim  generic  to  all  the  claimed  species.  In  the  first  action  on  an 
application  containing  a  generic  claim  or  claims  and  claims  to  more  than  one 
species  thereunder  the  examiner,  if  he  is  of  the  opinion  after  a  complete  search 
that  no  generic  claim  presented  is  allowable,  shall  require  the  applicant  in  his 
response  to  that  action  to  elect  that  species  of  his  invention  to  which  his  claims 
shall  be  restricted  if  no>  generic  claim,  is  finally  held  allowable. 

46#  ******* 

The  Commissioner  may  require  an  additional  oath  in  cases  where  the  ap- 
plications have  not  been  filed  in  the  Patent  Office  within  a  reasonable  time 
after  the  execution  of  the  original  oath. 

47.  The  oath  or  affirmation  may  be  made  before  any  person  within  the 
United  States  authorized  by  law  to*  administer  oaths,  or,  when  the  applicant 
resides  in  a  foreign  country,  before  any  minister,  charge  d'affaires,  consul,  or 
commercial  agent  holding  commission  under  the  Government  of  the  United 
States,  or  before  any  notary  public,  judge,  or  magistrate  having  an  official 
seal  and  authorized  to  administer  oaths  in  the  foreign  country  in  which  the 
applicant  may  be,  whose  authority  shall  be  proved  by  a  certificate  of  a  diplo- 
matic or  consular  officer  of  the  United  States,  the  oath  being  attested  in  all 
cases  in  this  and  other  countries,  by  the  proper  official  seal  of  the  official 
before  whom  the  oath  or  affirmation  is  made,  except  that  no  oath  or  affirmation 
may  be  administered  by  any  attorney  or  agent  appearing  in  the  case.  When 
the  person  before  whom  the  oath  or  affirmation  is  made  in  this  country  is  not 
provided  with  a  seal,  his  official  character  shall  be  established  by  competent 
evidence,  as  by  a  certificate  from  a  clerk  of  a  court  of  record  or  other  proper 
officer  having  a  seal. 

When  the  oath  is  taken  before  an  officer  in  a  country  foreign  to  the  United 
States,  all  the  application  papers,  except  the  drawings,  must  be  attached  to- 
gether and  a  ribbon  passed  one  or  more  times  through  all  the  sheets  of  the 
application,  except  the  drawings,  and  the  end  of  said  ribbon  brought  together 
under  the  seal  before  the  latter  is  affixed  and  impressed,  or  each  sheet  must  be 
impressed  with  the  official  seal  of  the  officer  before  whom  the  oath  is  taken. 
If  the  papers  as  filed  are  not  properly  ribboned  or  each  sheet  impressed  with 
the  seal,  the  case  will  be  accepted  for  examination,  but  before  it  is  allowed, 
duplicate  papers,  prepared  in  compliance  with  the  foregoing  sentence,  must 
be  filed. 

48.  When  an  applicant  presents  a  claim  for  matter  originally  shown  or 
described  but  not  substantially  embraced  in  the  statement  of  invention  or 
claim  originally  presented,  he  shall  file  a  supplemental  oath  to  the  effect  that  the 
subject  matter  of  the  proposed  amendment  was  part  of  his  invention,  was 
invented  before  he  filed  his  original  application;  that  he  does  not  know  and 
does  not  believe  that  the  same  was  ever  known  or  used  before  his  _  invention 
or  discovery  thereof,  or  patented  or  described  in  any  printed  publication  in 
any  country  before  his  invention  or  discovery  thereof,  or  more  than  one  year 
before  his  application,  or  in  public  use  or  on  sale  in  the  United  States  for  more 
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than  one  year  before  the  date  of  his  application,  that  said  invention  has  not 
been  patented  in  any  foreign  country  on  an  application  filed  by  himself  or  his 
legal  representatives  or  assigns  more  than  twelve  months  prior  to  his  applica- 
tion in  the  United  States,  and  has  not  been  abandoned.  Such  supplemental 
oath  must  be  attached  to  and  properly  identify  the  proposed  amendment. 

In  proper  cases  the  oath  here  required  may  be  made  on  information  and 
belief  by  an  executor  or  administrator  of  a  deceased  person  or  a  guardian,  con- 
servator, or  representative  of  an  insane  person.    (See  rule  46.) 

63.  Applications  filed  in  the  Patent  Office  are  classified  according  to  the 
various  arts,  and  are  taken  up  for  examination  in  regular  order  of  filing,  those 
in  the  same  class  of  invention  being  examined  and  disposed  of,  so  far  as  prac- 
ticable, in  the  order  in  which  the  respective  applications  have  been  completed. 

Applications  which  have  been  put  into  condition  for  further  action  by  the 
examiner  shall  be  entitled  to  precedence  over  new  applications  in  the  same 
class  of  invention. 

The  following  cases  have  preference  over  all  other  cases  at  every  period 
of  their  examination  in  the  order  enumerated: 

(a)  Applications  wherein  the  inventions  are  deemed  of  peculiar  importance 
to  some  branch  of  the  public  service,  and  when  for  that  reason  the  head  of 
some  department  of  the  Government  requests  immediate  action  and  the  Com- 
missioner so  orders;  but  in  this  case  it  shall  be  the  duty  of  the  head  of  that 
department  to  be  represented  before  the  Commissioner  in  order  to  prevent  the 
improper  issue  of  a  patent. 

(b)  Application  for  reissues. 

(c)  Cases  remanded  by  an  appellate  tribunal  for  further  action,  and  state- 
ments of  grounds  of  decisions  provided  for  in  rules   135  and  142. 

(d)  Applications  which  appear  to  interfere  with  other  applications  previously 
considered  and  found  to  be  allowable,  or  which  it  is  demanded  shall  be  placed 
in  interference  with  an  unexpired  patent  or  patents. 

Where  an  applicant  copies  claims  from  a  patent  and  the  examiner  is  of  the 
opinion  that  he  can  make  none  of  these  claims,  he  should  state  in  his  action 
why  he  can  not  make  the  claims  and  set  a  time  limit,  not  less  than  twenty  days, 
for  reply.  If,  after  response  by  the  applicant,  the  rejection  is  made  final,  a 
similar  time  limit  should  be  set  for  appeal.  Failure  to  respond  or  appeal,  as  the 
case  may  be,  within  the  time  fixed,  will  in  the  absence  of  a  satisfactory  show- 
ing, be  deemed  a  disclaimer  of  the  invention  claimed.    (See  rule  94.) 

Applications  will  not  be  advanced  for  examination  excepting  upon  order  of 
the  Commissioner  either  to  expedite  the  -business  of  the  office  or  upon  a 
verified  showing  which  in  the  opinion  of  the  Commissioner  will  justify  so 
advancing  it.  ;1  i<| 

75.  When  an  original  or  reissue  application  is  rejected  on  reference  to  an 
expired  or  unexpired  domestic  patent  which  substantially  shows  or  describes 
but  does  not  claim  the  rejected  invention,  or  on  reference  to  a  foreign  patent  or 
to  a  printed  publication,  and  the  applicant  shall  make  oath  to  facts  showing  a 
completion  of  the  invention  in  this  country  before  the  filing  of  the  application 
on  which  the  domestic  patent  issued,  or  before  the  date  of  the  foreign  patent,  or 
before  the  date  of  the  printed  publication,  and  shall  also  make  oath  that  he 
does  not  know  and  does  not  believe  that  the  invention  has  been  in  public  use 
or  on  sale  in  this  country,  or  patented  or  described  in  a  printed  publication  in 
this  or  any  foreign  country  for  more  than  one  year  prior  to  his  application,  and 
that  he  has  never  abandoned  the  invention,  then  the  patent  or  publication  cited 
shall  not  bar  the  grant  of  a  patent  to  the  applicant,  unless  the  date  of  such 
patent  or  printed  publication  be  more  than  one  year  prior  to  the  date  on  which 
application  was  filed  in  this  country. 

77.  If  an  applicant  neglects  to>  prosecute  his  application  for  six  months  or 
such  shorter  time,  not  less  than  thirty  days  or  any  extensions  thereof,  as  is 
fixed  by  the  Commissioner,  after  the  date  when  the  last  official  notice  of  any 
action  by  the  office  was  mailed  to'  him,  the  application  will  be  held  to  be 
abandoned,  as  set  forth  in  rule  171. 

The  Commissioner  of  Patents  may  require  prosecution  of  an  application  by 
the  applicant  in  a  shorter  time  than  six  months,  but  not  less  than  thirty  days, 
whenever  such  shorter  time  is  deemed  necessary  or  expedient.  Unless  notified 
in  writing  that  response  is  required  in  less  than  six  months,  the  maximum 
period  of  six  months  is  allowed  for  the  response. 

******* 

Whenever,  during  a  time  when  the  United  States  is  at  war,  publication  of  an 
invention  by  the  granting  of  a  patent  might,  in  the  opinion  of  the  Commissioner, 
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be  detrimental  to  the  public  safety  or  defense  or  might  assist  the  enemy  or 
endanger  the  successful  prosecution  of  the  war,  he  may  suspend  action  on 
the  application  therefor. 

93.  An  interference  is  a  proceeding  instituted  for  the  purpose  of  determining 
the  question  of  priority  of  invention  between  two  or  more  parties  claiming 
substantially  the  same  patentable  invention  and  may  be  instituted  as  soon  as  it 
is  determined  that  common  patentable  subject  matter  is  claimed  in  a  plurality  of 
applications  or  in  an  application  and  a  patent.  In  order  to  ascertain  whether 
any  question  of  priority  arises  the  Commissioner  may  call  upon  any  junior 
applicant  to  state  in  writing  under  oath  the  date  and  the  character  of  the 
earliest  fact  or  act,  susceptible  of  proof,  which  will  be  relied  upon  to  establish 
conception  of  the  invention  under  consideration.  The  sworn  statement  filed 
in  compliance  with  this  rule  will  be  retained  by  the  Patent  Office  separate 
from  the  application  file  and  if  an  interference  is  declared  will  be  opened 
simultaneously  with  the  preliminary  statement  of  the  party  filing  the  same. 
In  case  the  junior  applicant  makes  no  reply  within  the  time  specified,  not 
less  than  twenty  days,  the  Commissioner  will  proceed  upon  the  assumption 
that  the  said  date  is  the  date  of  the  oath  attached  to  the  application.  The 
fact  that  one  of  the  parties  has  already  obtained  a  patent  will  not  prevent  an 
interference,  for,  although  the  Commissioner  has  no  power  to  cancel  a  patent, 
he  may  grant  another  patent  for  the  same  invention  to  a  person  who  proves 
to  be  the  prior  inventor. 

94.  Interferences  will  be  declared  -between  applications  by  different  parties 
for  patent  or  for  reissue  when  such  applications  contain  claims  for  substantially 
the  same  invention  which  are  allowable  in  the  application  of  each  party,  and 
interferences  will  also  be  declared  between  applications  for  patent,  or  for  re- 
issue, and  unexpired  original  or  reissued  patents,  of  different  parties,  when  such 
applications  and  patents  contain  claims  for  substantially  the  same  invention 
which  are  allowable  in  all  of  the  applications  involved:  Provided,  That  where  the 
filing  date  of  any  applicant  is  subsequent  to  the  filing  date  of  any  patentee, 
the  applicant  shall  file  an  affidavit  that  he  made  the  invention  in  controversy, 
in  this  country,  before  the  filing  date  of  the  patentee;  and,  when  required,  the 
applicant  shall  file  an  affidavit  setting  forth  facts  showing  that  he  completed  the 
invention  in  controversy,  in  this  country,  before  the  filing  date  of  the  patentee. 

Where  claims  are  copied  from  a  patent  and  the  examiner  is  of  the  opinion 
that  the  applicant  can  make  only  some  of  the  claims  so  copied,  he  shall  notify 
the  applicant  to  that  effect,  state  why  he  is  of  the  opinion  he  cannot  make  the 
other  claims  and  state  further  that  the  interference  will  be  promptly  declared 
and  that  the  applicant  may  proceed  under  rule  109,  if  he  further  desires  to 
contest  his  right  to  make  the  claims  not  included  in  the  declaration  of  the  inter- 
ference. 

Where  an  applicant  presents  a  claim  copied  or  substantially  copied  from  a 
patent,  he  must,  at  the  time  he  presents  the  claim,  identify  the  patent,  give  the 
number  of  the  patented  claim,  and  specifically  apply  the  terms  of  the  copied 
claim  to  his  own  disclosure. 

No  amendment  for  the  first  time  presenting  or  asserting  a  claim  which  is 
the  same  as,  or  for  substantially  the  same  subject  matter  as,  a  claim  of  an 
issued  patent  may  be  made  in  any  application  unless  such  amendment  is  filed 
within  one  year  from  the  date  on  which  said  patent  was  granted. 

Parties  owning  applications  or  patents  which  contain  conflicting  claims  will 
be  required  to  show  cause  wrhy  these  claims  shall  not  be  eliminated  from  all 
but  one  of  the  applications  or  patents  of  common  ownership. 

96.  Whenever  the  claims  of  two  or  more  applications  differ  in  phraseology, 
but  relate  to  substantially  the  same  patentable  subject  matter,  the  examiner 
shall  suggest  to  the  parties  such  claims  as  are  necessary  to  cover  the  common 
invention  in  substantially  the  same  language.  The  examiner  shall  send  copies 
of  the  letter  suggesting  claims  to  the  applicant  and  to  the  assignee,  as  well  as 
to  the  attorney  or  agent  of  record  in  each  case.  The  parties  to  whom  the 
claims  are  suggested  will  be  required  to  make  those  claims  within  a  specified 
time  in  order  that  an  interference  may  be  declared.  Upon  the  failure  of  any 
applicant  to  make  any  claim  suggested  within  the  time  specified,  such  failure 
or  refusal  shall  be  taken  without  further  action  as  a  disclaimer  of  the  invention 
covered  by  that  claim  unless  the  time  be  extended  upon  a  proper  showing. 
After  judgment  of  priority  the  application  of  any  party  may  be  held  for  revision 
and  restriction,  subject  to  interference  with  other  applications. 
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Whenever  it  shall  'be  found  that  two  or  more  parties  whose  interests  are  in 
conflict  are  represented  by  the  same  attorney  or  agent,  the  examiner  shall 
notify  each  of  said  principal  parties  and  also  the  attorney  or  agent  of  this  fact. 

109.  An  applicant  involved  in  an  interference  may,  within  a  time  fixed  by 
the  examiner  of  interferences  not  less  than  thirty  days  after  the  preliminary 
statements  (referred  to  in  rule  110)  of  the  parties  have  been  received  and  ap- 
proved, or  if  a  motion  to  dissolve  the  interference  has  been  brought  by  another 
party,  within  thirty  days  from  the  filing  thereof,  on  motion  duly  made  as  pro- 
vided by  rule  153,  file  an  amendment  to  his  application  containing  any  claims 
which  in  his  opinion  should  be  made  the  basis  of  interference  between  himself 
and  any  of  the  other  parties. 

Such  motion  must  be  accompanied  by  the  proposed  amendment,  and  when 
in  proper  form  wilil  be  set  by  the  examiner  of  interferences  for  hearing  before 
the  primary  examiner.  Where  a  party  opposes  the  admission  of  such  an 
amendment  in  view  of  prior  patents  or  publications,  full  notice  of  such 
patents  or  publications,  applying  them  to  the  proposed  counts,  must  be 
given  to  all  parties  at  least  twenty  days  prior  to  the  date  of  hearing.  On  the 
admission  of  such  amendment  and  the  adoption  of  the  claims  by  the  other 
parties  within  a  time  specified  the  primary  examiner  shall  redeclare  the  inter- 
ference or  shall  declare  such  other  interferences  as  may  be  necessary  to  include 
the  said  claims.  New  preliminary  statements  will  be  received  as  to>  the 
added  claims,  but  motions  for  dissolution  with  regard  thereto  will  not  be  con- 
sidered where  the  questions  raised  could  have  been  disposed  of  in  connection 
with  the  admission  of  the  claims.  Amendments  to  the  specification  will  not 
be  received  during  the  pendency  of  the  interference  without  the  consent  of 
the  Commissioner,  except  as  provided  herein  and  in  rule  106. 

Any  party  to  an  interference  may  bring  a  motion  tO'  put  in  interference  any 
claims  already  in  his  application  or  patent  which  should  be  made  the  basis  of 
interference  between  himself  and  any  of  the  other  parties.  Any  party  to  an 
interference  may  bring  a  motion  to  add  or  substitute  any  other  application 
owned  by  him,  as  to  the  existing  issue,  or  to  include  an  application  or  a  patent 
owned  by  him,  as  to  claims  which  should  be  made  the  basis  of  interference 
between  himself  and  any  of  the  other  parties.  Such  motions  are  subject  to  the 
same  conditions  and  the  procedure  in  connection  therewith  is  the  same,  so  far 
as  applicable,  as  hereinabove  set  forth  for  motions  to  amend. 

110.  Each  party  to  the  interference  will  be  required  to  file  a  concise  pre- 
liminary statement,  under  oath,  on  or  before  a  date  to  be  fixed  by  the  office. 
When  the  invention  was  made  in  the  United  States  the  statement  should  so 
allege  and  show  the  following  facts: 

(a)  The  date  upon  which  the  first  drawing  of  the  invention  and  the  date  upon 
which  the  first  written  description  of  the  invention  were  made. 

(b)  The  date  upon  which  the  invention  was  first  disclosed  to  others. 

(c)  The  date  of  the  first  act  or  acts  (other  than  the  acts  specified  in  (a)  and  (b)  ) 
which,  if  proven,  would  establish  conception  of  the  invention,  and.  a  brief  description 
of  such  act  or  acts. 

(d)  The  date  of  the  reduction  to  practice  of  the  invention. 

(e)  The  date  when  he  began  actively  exercising  reasonable  diligence  in  adapting 
and  perfecting  the  invention. 

(/)  The  applicant  shall  state  the  date  and  number  of  any  application  for  the 
same  invention  filed  within  twelve  months  before  the  filing  date  in  the  United 
States,  in  any  foreign  country  adhering  to  the  International  Convention  for  the 
Protection  of  Industrial  Property  or  having  similar  treaty  relations  with  the 
United  States. 

If  a  drawing  has  not  been  made,  or  if  a  written  description  of  the  invention 
has  not  been  made,  or  if  the  invention  has  not  been  reduced  to  practice  or 
disclosed  to  others,  or  if  there  have  been  no  other  acts  which,  if  proven,  would 
establish  conception  of  the  invention,  the  statement  must  specifically  disclose 
these  facts.  ******* 

The  preliminary  statements  should  be  carefully  prepared,  as  the  parties  will 
be  strictly  held  in  their  proofs  to  the  dates  set  up  therein. 

If  a  party  prove  any  date  earlier  than  alleged  in  his  preliminary  statement, 
such  proof  will  be  held  to  establish  the  date  alleged  and  none  other.     *     *     * 

122.  Motions  to  dissolve  an  interference  (1)  alleging  that  there  has  been 
such  informality  in  declaring  the  same  as  will  preclude  the  proper  determina- 
tion of  the  question  of  priority -of  invention,  or   (2)   denying  the  patentability 
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of  an  applicant's  claim,  or  (3)  denying  his  right  to  make  the  claim,  or  (4)  if 
the  interference  involves  a  design  patent  or  an  application,  alleging  that  there 
is  no  interference  in  fact  and  also  motions  to  shift  the  burden  of  proof,  should 
contain  a  full  statement  of  the  grounds  relied  upon  and  should,  if  possible,  be 
made  within  the  time  fixed  by  the  examiner  of  interferences,  not  less  than 
thirty  days,  after  the  statements  of  the  parties  have  been  received  and  approved. 
Such  motions  and  all  motions  of  a  similar  character,  if  in  the  opinion  of  the 
examiner  of  interferences  they  be  in  proper  form,  will  be  heard  and  determined 
by  the  primary  examiner,  due  notice  of  the  day  of  hearing  being  given  by  the 
office  to  all  parties.  If  in  the  opinion  of  the  examiner  of  interferences  the  motion 
be  not  in  proper  form,  or  if  it  be  not  brought  within  the  time  specified  and  no 
satisfactory  reason  be  given  for  the  delay,  it  will  not  -be  considered  and  the 
parties  will  be  so  notified. 

At  a  hearing  on  a  motion  to  dissolve  an  interference  between  an  application 
and  a  patent,  the  prior  art  of  record  in  the  patent  file  shall  be  referred  to  for 
the  purpose  of  construing  the  issue.  The  matter  raised  on  a  motion  to  shift 
the  burden  of  proof  may  be  reviewed  at  final  hearing. 

Examples  of  Specifications12 

FOR   AN   ART  OR  PROCESS 

This  invention  relates  to  the  process  of  extracting  gold  from  its  ores  by 
means  of  a  solution  of  cyanide  of  an  alkali  or  alkaline  earth,  and  has  for  its 
object  to  render  the  process  more  expeditious  and   considerably  cheaper. 

In  extracting  gold  from  its  ores  by  means  of  a  solution  of  cyanide  of  potas- 
sium, sodium,  barium,  etc.,  the  simultaneous  oxidation  of  the  gold  is  necessary, 
and  this  has  hitherto  been  effected  by  the  action  of  the  air  upon  the  gold  which 
is  rendered  oxidizable  thereby  by  the  action  of  the  cyanide  solution. 

Instead  of  depending  solely  upon  the  agency  of  the  air  for  the  oxidizing 
action  I  employ,  to  assist  the  oxidation  of  the  gold,  ferricyanide  of  potassium 
or  another  ferricyanogen  salt  of  an  alkali  or  of  an  earth  alkali  in  an  alkaline 
solution.  By  this  means  the  oxidation,  being  rendered  very  much  more  ener- 
getic, is  effected  with  a  considerably  smaller  quantity  of  the  solvent.  Thus, 
by  the  addition  of  ferricyanide  of  potassium  or  other  ferricyanides  to  the  cyanide 
of  potassium  solution,  as  much  as  eighty  percent  of  potassium  cyanide  may  be 
saved. 

It  may  be  remarked  that  the  ferricyanide  of  potassium  alone  will  not  dissolve 
the  gold  and  does  not  therefore  come  under  the  category  of  a  solvent  hitherto 
employed  in  processes  of  extraction.  It  does  not  therefore  render  unnecessary 
the  employment  of  the  simple  cyanide  as  a  solvent,  but  only  reduces  the  amount 
required  owing  to  the  capacity  of  the  ferricyanide  to  assist  the  air  to  rapidly 
oxidize  the  gold  in  the  presence  of  the  simple  salt.  Consequently  the  cyanogen 
of  the  latter  is  not  used  to  form  the  gold  cyanide  compound. 

I  claim: 

The  process  of  extracting  gold  from  its  ores  consisting  in  subjecting  the 
ores  to  the  dissolving  action  of  cyanide  of  potassium  in  the  presence  of  ferri- 
cyanide of  potassium,  substantially  as  herein  described. 

FOR  A   MACHINE 

My  invention  relates  to  improvements  in  meat-chopping  machines  in  which 
vertically  reciprocating  knives  operate  in  conjunction  with  a  rotating  chopping 
block;  and  the  objects  of  my  improvement  are,  first,  to  provide  a  continu- 
ously lubricated  bearing  for  the  block;  second,  to  afford  facilities  for  the  proper 
adjustment  of  the  knives  independently  of  each  other  in  respect  to  the  face 
of  the  block;  and,  third,  to  reduce  the  friction  of  the  reciprocating  rod  which 
carries  the  knives. 

I  attain  these  objects  by  mechanism  illustrated  in  the  accompanying  draw- 
ing, in  which — 

12  Reproduced  from  Rules  of  Practice  in  the  United  States  Patent  Office,  pp.  64-68.  These 
examples  are  illustrative  of  specifications  as  prepared  by  the  attorneys  and  need  not  be  fol- 
lowed by  the  inventor  in  describing  his  invention.  Furthermore,  if  followed,  departure  there- 
from will  obviously  be  necessary  in  almost  every  case,  in  order  that  a  full,  complete,  and 
clear  description   can  be  made. 
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THE  SIZE  OF  THE  SHEET  MUST  BE  EXACTLY 
10   X  15   INCHES.  SEE   RULE  52,(b) 


C.  D 

Attorney  or  Agent 


THIS    SPACE    MUST  BE    EIGHT    INCHES 


Drawing  to  accompany  specifications  of  machine. 
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Figure  1  is  vertical  section  of  the  entire  machine;  Fig.  2,  a  plan  view  of 
the  machine  as  it  appears  after  the  removal  of  the  chopping  block  and  knives; 
Fig.  3,  a  vertical  section  of  a  part  of  the  machine  on  the  line  3  3,  Fig.  2;  and 
Fig.  4,  a  detailed  view  in  perspective  of  the  reciprocating  crosshead  and  its 
knives. 

Similar  numerals  refer  to  similar  parts  throughout  the  several  views. 

The  table  or  plate  1,  its  legs  or  standards  2  2,  and  the  hanger  3,  secured  to 
the  underside  of  the  table,  constitute  the  framework  of  the  machine.  In  the 
hanger  3  turns  the  shaft  4,  carrying  a  fly-wheel  5,  to  the  hub  of  which  is 
attached  a  crank  6,  and  a  crank-pin  7,  connected  by  link  8,  to  a  pin  passing 
through  a  crosshead  9,  and  to  the  latter  is  secured  a  rod  10,  having  at  its 
upper  end  a  crosshead  1*1,  carrying  the  adjustable  chopping  knives,  12  12, 
referred  to  hereinafter. 

The  crosshead  9,  reciprocated  by  the  shaft  4,  is  provided  with  antifriction 
rollers  13  13,  adapted  to  guides  14  14,  secured  to  the  underside  of  the  table  1, 
so  that  the  reciprocation  of  this  crosshead  may  be  accompanied  with  as  little 
friction  as  possible. 

To  the  underside  of  a  wooden  chopping  block  15  is  secured  an  annular  rib 
16,  adapted  to  and  bearing  in  an  annular  groove  17  in  the  table  1.  (See  Figs. 
1  and  2.)  This  annular  groove  or  channel  is  not  of  the  same  depth  through- 
out, but  communicates  at  one  or  more  points  (two  in  the  present  instance) 
with  pockets  or  receptacles  18,  18  wider  than  the  groove  and  containing  sup- 
plies of  oil,  in  contact  with  which  the  rib  16  rotates,  so  that  the  continuous 
lubrication  of  the  groove  and  rib  is  assured.  The  rod  10  passes  through  and 
is  guided  by  a  central  stand  19.  secured  to  the  table  1,  and  projecting  through 
a  central  opening  in  the  chopping  block  without  being  in  contact  therewith, 
the  upper  portion  of  the  said  stand  being  contained  within  a  cover  20,  which 
is  secured  to  the  block,  and  which  prevents  particles  of  meat  from  escaping 
through  the  central  opening  of  the  same. 

The  crosshead  11,  previously  referred  to,  and  shown  in  perspective  in  Fig.  4, 
is  vertically  adjustable  on  the  rod  10,  and  can  be  retained  after  adjustment  by 
a  set-screw  21,  the  upper  end  of  the  rod  being  threaded  for  the  reception  of 
nuts  22,  which  resist  the  shocks  imparted  to1  the  crosshead  when  the  knives 
are  brought  into  violent  contact  with  the  meat  or  the  chopping  block. 

The  knives  12,  12  are  adjustable  independently  of  each  other  and  of  the  said 
crosshead,  so  that  the  coincidence  of  the  cutting-edge  of  each  knife  with  the 
face  of  the  chopping  block  may  always  be  assured. 

I  prefer  to  carry  out  this  feature  of  my  invention  in  the  manner  shown  in 
Fig.  4,  where  it  will  be  seen  that  two  screw-rods  23,  23  rise  vertically  from 
the  back  of  each  knife  and  pass  through  lugs  24,  24  on  the  crosshead,  each 
rod  being  furnished  with  two  nuts,  one  above  and  the  other  below  the  lug 
through  which  it  passes.  The  most  accurate  adjustment  of  the  knives  can 
be  effected  by  the  manipulation  of  these  nuts. 

A  circular  casing  25  is  secured  to  the  chopping  block,  so  as  to  form  on  the 
same  a  trough  26  for  keeping  the  meat  within  proper  bounds;  and  on  the 
edge  of  the  annular  rib  16,  secured  to  the  bottom  of  the  block,  are  teeth  27, 
for  receiving  those  of  a  pinion  28,  which  may  be  driven  by  the  shaft  4  through 
the  medium  of  any  suitable  system  of  gearing,  that  shown  in  the  drawing 
forming  no  part  of  my  present  invention. 

This  shaft  4  may  be  driven  by  a  belt  passing  round  the  pulleys  29,  or  it 
may  be  driven  by  hand  from  a  shaft  30.  furnished  at  one  end  with  a  handle 
31,  and  at  the  other  with  a  cog-wheel  32,  gearing  into  a  pinion  on  the  said 
shaft  4. 

A  platform  33  may  be  hinged,  as  at  34,  to  one  edge  of  the  table  1,  to  support 
a  vessel  in  which  the  chopped  meat  can  be  deposited.  The  means  by  which 
it  may  be  supported  are  shown  in  full  lines,  and  the  most  convenient  method 
of  disposing  of  it  when  not  in  use  is  shown  in  clotted  lines,  in  Fig.  1. 

I  am  aware  that  prior  to  my  invention  meat-chopping  machines  have  been 
made  with  vertically-reciprocating  knives  operating  in  conjunction  with  rotat- 
ing chopping  blocks.  I  therefore  do  not  claim  such  a  combination  broadly; 
but 

I  claim: 

1.  The  combination,  in  a  meat-chopping  machine,  of  a  rotary  chopping  block 
having  an  annular  rib,  with  a  table  having  an  annular  recess  to  receive  said 
rib,  and  a  pocket  communicating  with  the  said  recess,  all  substantially  as  set 
forth. 
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2.  In  a  meat-chopping  machine,  the  combination  of  a  rotary  chopping  block 
with  a  reciprocating  crosshead  carrying  knives,  each  of  which  is  vertically 
adjustable  on  the  said  crosshead  independently  of  the  other,  substantially  as 
described.  , 

3.  A  chopping  knife  having  two  screw  rods  projecting  perpendicularly  from 
its  back  and  parallel  with  the  sides  of  the  knife. 

4.  A  meat  chopping  machine  provided  with  a  rod  carrying  chopping  knives 
and  adapted  to  be  reciprocated,  a  crosshead  secured  to  said  rod,  anti-friction 
rollers  mounted  on  the  crosshead,  and  guides  with  which  the  rollers  cooper- 
ate, substantially  as  described. 

FOR  A  COMPOSITION  OF  MATTER 

The  object  of  my  invention  is  the  production  of  a  plastic  non-conducting 
composition  or  cement  to  be  applied  to  the  surfaces  of  steam-boilers  and 
steam-pipes  and  other  receptacles  and  conduits  as  a  lagging  for  preventing 
radiation  of  heat  and  the  permeation  of  water,  and  rendering  them  fireproof. 

My  composition  consists  of  a  mixture  of  paper-pulp  or  other  vegetable 
fibrous  material,  a  powdered  mineral  filler,  such  as  soapstone  or  Portland 
cement,  a  mineral  fibrous  material,  such  as  asbestos,  2nd  a  mineral  cementing 
material,   such   as   silicate   of  sodium   or   potassium    (soluble   glass). 

In  preparing  the  composition  I  prefer  to  use  the  ingredients  in  about  the 
following  proportions — viz.,  fifty  pounds  of  paper-pulp,  fifty  pounds  of  soap- 
stone,  twenty-five  pounds  of  asbestos,  and  three  quarts  of  a  33°  Baume  solu- 
tion of  soluble  glass.  Good  results  may  be  obtained,  however,  when  the  in- 
gredients are  varied  within  the  following  limits:  vegetable  fibrous  material, 
forty  to  sixty  pounds;  powdered  mineral  filler,  forty-five  to  fifty-five  pounds; 
mineral  fibrous  material,  twenty  to  thirty  pounds;  soluble  glass,  two  to  four 
quarts  of  a  30°  Baume  to  35°   Baume  solution. 

The  asbestos  may  in  some  cases  be  omitted  when  a  cheaper  product  is  de- 
sired, though  the  composition  is  not  then  so  efficient  for  the  lagging  of  sur- 
faces  subjected  to  high   temperatures. 

These  ingredients  are  mixed  with  a  quantity  of  water  sufficient  to  form  a 
paste  or  mortar  of  such  consistency  as  to  enable  it  to  be  plastered  over  the 
surface  to  be  protected.  It  may  be  applied  in  one  or  more  coats  or  layers, 
in  the  ordinary  manner,  according  to  the  nature  of  the  article  and  the  amount 
of  protection  required. 

My  composition  is  light,  is  fireproof,  is  a  very  efficient  non-conductor  of 
heat,  is  impervious  to  water,  adheres  without  cracking  when  it  dries  to  the 
surface  to  which  it  is  applied,  and,  as  a  whole,  possesses  in  a  high  degree  all 
the  desired  properties  of  a  lagging  for  steam  heated  surfaces. 

I   claim: 

1.  A  plastic  composition  adapted  to  form  a  light  weight,  fireproof,  and  water- 
proof lagging  for  steam  heated  surfaces,  comprising  a  vegetable  fibrous  ma- 
terial, a  mineral  fillerin  powdered  form  and  a  mineral  cementing  substance. 

2.  A  plastic  composition  adapted  to  form  a  lagging  for  steam  pipes  and  the 
like  comprising  forty  to  sixty  pounds  of  paper-pulp,  forty-five  to  fifty-five 
pounds  of  powdered  soapstone,  and  two  to  four  quarts  of  a  30°  Baume  to  35° 
Baume  solution  of  soluble  glass. 

3.  A  plastic  composition  consisting  of  a  vegetable  fibrous  material,  a  pow- 
dered mineral  filler,  a  mineral  fibrous  material  and  a  mineral  cementing  sub- 
stance substantially  as  described. 

4.  A  plastic  composition  consisting  of  fifty  pounds  of  paper  pulp,  fifty  pounds 
of  powdered  soapstone,  twenty-five  pounds  of  asbestos  fiber  and  three  quarts 
of  a  33°  Baume  solution  of  soluble  glass. 
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